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STILL & BRO. V. READING and others.

(Circuit Court, W. D. Texas. August 26, 1881.)

1. LETTERS PATENT-LICENSORS-THEIR RIGHT TO MAINTAIN ACTIONS AGAINST
!NFRINGEUS. '
A patentee, who has sold the exclusive right to use his.invention for a term

of years short of the full life of the patent, can maintain an action for an
infringement.

'1. SAME-PLEADING.
The petition, however, is demurrable, unless it affirmatively appears that the

alleged infringer is not using the invention under the authority of the licensee.

Walton, Green et Hill, Hancock et West, and J. W. Robinson,for
plaintiffs.
. S. S. Boyd, for defendants.
TURNER, D. J. The plaintiffs in their petition allege that on the

eighteenth day of September, 1877, they obtained letters patent
from the United States government for the exclusive right to use,
make, and vend their new invention, and known as the "Still saddle-
trees;" that on the fifteenth day of January, 1878, petitioners con·
tracted with one J. S. Sullivan & Co., of Jefferson City, in the State of
Missouri, and sold to the said J. S. Sullivan & Co. the exclusive right
to use their said invention, except that the plaintiffs reserved the �r�i�~�h�t

to use their own invention in their two shops in Texas; that said con·
tract with J. S. Sullivan & Co. was to continue in force for the term
of five years; that the letters patent granted to them (the petiti(mers)
was to secure, and did secure, to them the exclusive right to use and
control their said invention for the term of 17 years. The petition
alleges that theee defendants have infringed their right secured to them
by said letters patent by the use of their invention in the construc-
tion of saddle-trees, etc., since the first day of January, 1880, up to
the time of .filing their suit. The petition alleges that in the sale of
the use of their invention to J. S. Sullivan & Co. it was agreed that
said J. S. Sullivan & Co. should pay to the plaintiffs a certain sum
of money for each saddle-tree made, used, etc.; that the defendants,
by using plaintiffs' saddle-trees, and by sales of saddles, etc., have
deprived them of their just rights as patentees, and have, in fact,
infringed upon their patent, and thus deprived them of the royalty
that they would be entitled to if they had secured their right to make
said saddle-trees under a contract with J. S. Sullivan & Co. The
petition alleges that defendants are not using their invention by their
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authority, and not under authority or by virtue of said contract between
petitioners and said J. S. Sullivan & Co. Plaintiffs claim to have
been damaged by defendants in consequence.
This is a brief statement of the allegations in the petition down

to the thirteenth paragraph. In this paragraph it is alleged that
defendants agreed to make a partial compensation to plaintiffs ahd to
cease the use of said trees; but at the very time such settlement was
about to be made other persons hereinafter named, of large fortb.ne,
etc., acting together with a view of ignoring, obstructing, �d�e�f�e�a�:�t�i�n�~�,
and intimidating plaintiffs from asserting their right, issued a: ci£c1.1-
�l�a�r�~ which circular is copied into the petition, which circular being
received by the defendfl.nts, they declined to pay petitioners ahd c6ri-
tinued the use of plaintiffs'jIivention, etc. . ' .,
To this petition a demurrer is interposed. The first polnt raised

is that these plaintiffs cannot, �u�~�d�e�r the facts of the case, �n�i�a�i�n�t�~�i�f�i a
'suit in thekown name 'in any event because ,of the sale to J. S.'Sril-
livan & Co. of the right to use for the petiod of five years, a little less
than one-third of the time the beriefits of the invention were'secllred
to plaintiffs. I hold that plaintiffs have a beneficial interest irithe
right secured to them by their letters patent, which in a proper case
they may protect in a court of justice. They certainly own the
remaininl:{ interest after the lapse of five years, and if that interest is
Of value they have a right to see that it is riot destroyed. '
To illustrate, let us suppose that these defendants are in fact using

plaintiffs' invention to their damage, and Sullivan & Co. refuse to
take notice of the infringement; or suppose that Sullivan & Co., with
a view of avoiding the payment of the royalty due to plaintiffs by them,
have an understanding with defendants that they will not interfere
with them, and they divide profits, and thus attempt to deprive the
plaintiffs of the royalty justly due them,-I certainly think plaintiffs
have such rights in their invention as that they could protect it.
Plaintiffs have not sold their right to the patent as patentees ; they
have sold merely the exclusive right to use it for the space of five
years, according to the petition of plaintiffs, and nothing more.
This point of the demurrer is, in that view of the case, not well

taken. The argument of the case having taken this view of the
question, I have thought it proper to notice it, and the same is over-
ruled. ,
The material point, however, in the case is that taken and raised

by the demurrer, �w�h�i�~�h goes to the sufficiency of the petition to ena-
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ble plaintiffs to recoverunder it, all its allegatIOnsfor the purpose
of this demurrerbeing admitted. The petition showsthe sale to J.
S. Sullivan & Co. to haveb13en �m�a�d�~ January15,1878. The inju-
ries complainedof beganJanuary1, 1880. After thil:J sale to J. S.
Sullivan & Co. any personto whom they should grant the right to
usethe Still tree would be protectedthereby,and plaintiffs' remedy
would be by suit againstSullivan & Co. for the royalty. It follows,
therefore,as the plaintiffs show, that J. S. Sullivan & Co. have the
right to usetheirinvention andauthorizeotherpersonsin the United
Statesto usethe same; that in order to makea prima facie caseof
liability againsta personfor using the Still patent it must affirma-
tively appearthat such personis not using.itrunderthe authority or
licenseof J. S. Sullivan & Co. Does the petition show this? The
rule to beappliedis thatthe pleadingsWIll beconstruedmost;strongly
againsttllepleader. I

It is insistedby defendantsthat this is..anecessaryallegation,and
I am of t.he sameopiI1-ion; because,if thesedefendantsare working
under Sullivan & Co. and using Still's patent, then, of �c�o�u�r�s�~�, �t�h�~
only remedy plaintiffs can have is by suit againstSuilivan & áCo.
for �t�h�e�i�~ royalty. If defendants,are not working under Sullivan &
Co. andareinfringing plaintiff's patent,then plaintiffs would be enti-
tled to .their remedyagainstthem; hencethe necessityof the all,egi1-
tion that they are not' authorizedto useplaintiffs' inventiqn by J.8.
Sullivan& Co. It is allegedthat theyarenot usingit ulld,erauthority
or by virtue of thecontract:betweenplaintiffs alld J,. S.,Supivan& Co.;
but that is not alleging.that they are not using it underor :by ,virtue
of a contractmade�.�~�~�. defel}dants,withJ. S. Sullivan & Co. The
demurrer,therefore,upon this point is sustained.

The thirteenthparagraphcannotbe relied upon asconn.ectingthe
J. S. Sullivan Saddle-treeCompanywith the J. S. Sullivan& Co. to
whom plaintiffs sold, becauseit fltates that certain personsherein-
after mentioned. This is inferentially saying thatthl;)y have not
beenmentionedbefore. But supposeit did, and the circular should
be �r�e�g�a�r�d�~�d as part of the petition, and that Sullivall & Co. were in
fact theSuUivanSaddl13-treeCompany. What thea follows? 'fhe
most that could be said, would..qe that the �s�a�d�d�l�e�·�t�~�e�e compan,}'
were authorizingthese�d�e�f�e�n�(�l�a�~�t�s to, use,tbe, Mood,}' treE:, and in that
'event,if the Mood,}' tree is the one inveilted by plaintiffs, then J. S.
,Sullivan & Co. are responsibleto plaintiff::lJor the royalty, and their
remed,}'is againstthemanJnot againstthe defendantsin thissu:t, 1£



HAMM"ERSCHLAG V. GARRETT.

the Moody tree is not the Still tree, then thel:e is no �i�n�f�r�i�n�g�e�m�~�n�t of
plaintiffs' inventionandthey cannotcomplain. .'

Thedeihqrrerto theirpetition:on this point.is sustained,as alsoto
f,l1e prayer¥..The demurrerto the prayeris alsowell taken.

ááááf,

lIAltfMERSCHLA.G, 11. GAnRETT andothers.-

(Circuit (J01uát,E.D. PennsylrJania. July 1, i881.,

1. �P�A�T�E�N�T�-�U�N�u�r�o�~ .o)' DECISION-WEIGHT TO. BE GIVEN TO PREVIOUS DE-
'C1SION IN OTHER .CIRCUIT. '
'A properregard for uniformity of decision requires thatwhereonecircuit

court bu.,.aftera full discussionof the evidence,ásustainedáa patent,another
circUIt court should,unlessplain mistakebeshown,follow suchdecision in a
suit upon thesamepatentin Which thesameevid;enceis relied �o�~

2. �8�A�M�E�-�I�M�P�R�O�V�E�u�E�N�~ IN WAXING PAPER-INJUNCTION. •
ReissuedpatentNo. 8,460,for improvementin waxingpaper,sustained,and

injunctionagainstinfringementgranted,on tinal hearing;followmg a decision
in Hammerschlag v. Scamoni, 7 FED. REP.584,renderedupon a motion for a
preliminaryinjtJnetion.

In Equity. Bearingon bill, answerandáproofs.
Bill for injunction to restrain the infringementof �r�,�e�i�s�l�!�.�~�e�,�d letters

patent No..8,4;(j{), for improvementinwaxing paper. �D�~�f�e�n�d�a�n�t�s
denied the'novelty of the patentand alsodenied the infringement.
It appearedby theproofs that, in a.suit �b�~�o�u�g�h�t in theUnitedStates
circuit court for the southern districtof New York by, thel,samecomá
plainant againstdifferent defendants,to restrainan infringementof
the same patent, the court had, upon a motion for a preliminary
injunction, deliveredan opinion in which, after a full consideration
of the 'ments,and of the evidehcerespectingthe statepf the art and
prior invention relied on in this suit, the complainant'spatentwas
sustained:and the preliminary injunction granted. See report of
case,Hammerschlag v. Scamoni, 7 FED. REP. 584.
lfro# <t Coe andJohn K. Valentine, for complainant.
Collier et Bell, for respondent.
BUTLER, D. J. The circuit court for the southerndistrict of New

York .decided the plaintiff's 'patent'to be valid in �H�a�m�r�n�~�r�s�c�h�l�a�g v.
Scamoni, and construedits severalclaims. The evidencerespecting
the state of the art; and prior .invention, now relied upon by the

.Reportedby FrankP. Prichard,Esq.,of the Philadelphialiar.


