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NEW YORxGRlPE SUG.m Co. v. AMERIOAN GRAPE SUGAR CO. and
:':'0 others.

'(Circuit' OQurt, N. D. New York. March 3, 1882.)

I, PATENTs.:.-WANT OF NOVELTY.

The employmentof sheetmetalasa lining for the bottomof a vesselto con-
tain liquids involvesno invention.

2. SAME-PRELIMINARY INJUNCTION.
Where the questionsas to the complainant'srights under his patentare

doubtful, theywill not beentertained ona motion for a preliminaryinjunction.

3. SAME-':WHEN INJUNCTION GRANTED.

When the validity of the patent is not assailed,and the proof of infringe-
mentis clear, the court will granta preliminaryinjunction.

4. PROVISIONAL INJUNCTION.
Wherethedefendantsareentirely responsible,andcomplainantcan be ade-

quately compensated,irreparabledamageis an indispensableelementin an
applicationfor a provisionalinjunction.

Dickerson et Dickerson, for complainant. Roscoe Conkling, of
counsel.
Bowen, Rogers et Locke, for defendants. Oeo. Harding, of counsel.
WALLACE, D. J. Thecomplainantmovesfor a preliminaryinjunc-

tion to restrainthe defendantsfrom infringing four patentsownedby
complainantrelatingto improvementsin the apparatusfor manufac-
turingstarch. Of thesepatentsthefirst wasissuedJanuary14,1868,
to JohnA. Owens,and was reissuedto ThomasA. Jebband Will.
iam T. Jebb,May 31, 1881, for a combinationof an agitatorandvi-
bratingscreenor sieve;the secondwasissuedMay 26, 1868,to John
A. Owens, for an improvementin starch trays, which consistsin
forming the bottomsof sheetmetal; the third was issuedSeptember
8,1868,to J. J.Gilbert, as assigneeof ColgateGilbert, for a bolting
sieve vibrated,supported,and fed &s described,and the constituent
partsthereof;andthe fourth was issuedto ColgateGilbert, April 15,
1873, for an adjustablesupportto a starchseparator. Except&s to
the secondpatent,the defendantshaveentirely failed to impugnthe
right of the complainantto an injunction,if this were& final hearihg
insteadof a motionfor & preliminary injunction.

As to the second patent,sufficient appearsto raise doubtsas to
thepatentablenoveltyof the improvementdescribed. It would seeIn
that the employmentof sheetmetal as a lining for the bottom of a
starchtray involves no invention. The bottom had been m,ada of'

undoubtedly,when lined with lead or copperor galvan':l
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ized iron, would be more durable and more easilycleaned. But it
is within commonknowledgethat such linings had been usedanalo-
gously in manyothervesselsmadeto containliquids, becauseof these
advantages. Sucha lining had also beenemployed,as describedin
the Belgianpatentof Heidt, for forming the bottom of a trough or
channel for thedepositionof starch,in theplaceof thetray used
by Owen. Inasmuchas the court will not decide doubtful questions
as to complainant'sright upona motionfor a preliminaryinjunction,
the motion fails as to this patent. The other patentsare not serio
ously assailed,and it is not denied that the defendantshave appro-
priatedthe improvementscoveredby them, and are now employing
them in their glucosefactories.

An attempthasbeenmadeto presentthedefenceof abandonment.
It is not claimed that there had been any abandonmentbefore the
letters patentwere obtained,and the factsdisclosedsignally fail to
showany intentionon the part of the ownersof the patentsto aban-
don or dedicatetheir rights to the public subsequently. It is not
shown that the owners of the patents prior to the Jebbs,who
acquiredtitle in the spring of 1881,had any knowledge that the
defendantsor others were using the patentedimprovements. It
would seemto be fairly inferable, although not distinctly shown,
that the Gilberts,who ownedall the patentsprior to the purchaseby
the Jebbs,intendedto precludethe public from participationin the
useof the patents,and to use them exclusivelyin their own starch
factories. The improvementsweresurreptitiouslyappropriatedfrom
the Gilbertsby Fox & Co., from whom they were also surreptitiously
acquiredby the Buffalo GrapeSugarCompanyand thesedefendants.
The history of the processpatent throws no light upon that of the
apparatuspatents.
It is insistedthat the complainanthas not shown such an exclu-

sive enjoymentby the ownersof the patents,and recognitionby the
publicof their rights, asto authorizea preliminaryinjunction, in the
absenceof anyadjudicationuponthe patent. If, by the policy of the
owners,informationasto the practicalworking of theinventionswas
withheld from the public, of coursetherecould not be sucha recog-
nition andacquiescenceasin many of the caseshas beenheld to be
necessary. Formerly the rule undoubtedlywas that a preliminary
injunction would not be grantedunlessthe right securedby the pat.
ent was fortified by evidenceof anexclusiveor recognizedenjoyment
of the right, or by former adjudicationssustainingit. In more re-
centpracticethis rule hasbeenrelaxedwhen the validity of the pat.
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cnt is not :1ssailcrl,and the proof of infringementis clear. North v.
Kersha.w, 4 Blatchf. 70; The Burleigh Rock Drill Co. v. LoddeU,1
Ban. & A. 625; SteamGauge eX Lantern Co. v. Miller, 8 FED. REP.

314. It would seemthat the presumptionarising from the grant,
especiallywhen not of recentdate,ought to suffice as againsta de-
fendant who has appropriatedan invention securedto anotherby
letterspatentwhich are not attacked. It is not necessary,however,
to pass definitely upon the point in the presentcase,becausethe
injunction must be deniedupon anotherground.

The complainanthasrecentlypurchasedthe patentsand proposes
to usethem,not by manufacturingunderthem,but by sellinglicenses
to others. It is expresslyalleged in the moving affidavits tha"t the
complainantdoesnot desireto enjoin the defendants,provided they
will accept a licenseand pay damagesat the samerate as other
licensees. It doesnot appear that cOIllplainant has as yet estab-
lished any licensefee for the useof the apparatuspatentsindf)end-
entlyof the processpatent. The sum which defendantsshouldpay
cannot, therefore,well be determinedexcept by an accountingfor
profits; and, as they are entirely responsible,when this is had the
complainantcan be adequatelycompensated. Irreparabledamage
is an indispensableelementupon an application for a provisional
injunction. Sandersv. Logan, 2 Fish. 167; Morris Manuf'g Co. v.
Lowell, 3 Fish. 67; Pullman v. B. eX O. R. Co. 5 FED. REP. 72.

On the otherhand, the defendantshavegradually createdandde-
veloped an extensivemarket for glucoseand grapesugar; so large
that if their works werestoppedthe demandcould not be well sup-
plied, and seriousinconveniencewould result. They havenot only
investeda large capital in their manufacturingbusiness,but they
employa greatnumberof workmen,manyof whom would betempo-
rarily cut adrift if an injunction weregranted. It is difficult to see
how the defendantscould remove the patentedapparatuswithout
substantiallydismantlingand reorganizingtheir works. Undersuch
circumstancesthe equitableconsiderationswhich appeal to the dis-
cretion of the court, and within well-recognizedrules shouldlead to
the refusalof a preliminary injunction, cannotbe ignored.

If the complainanthasany reasonto doubt the pecuniaryabiljty
of the defendantsnow, or at any future time, to pay any decreethat
may be obtainedin suit, it may apply for a further order requiring
the defendantsto enterinto a bond with sureties.
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HOSTETTER and another v. ADAMS and another.·

(Circuit Court, S. IJ. ReID York. February 18, 1882.)

1. LABELS-" HOSTEl'TEU'S STOMACH BITTERS "-INFRINGE?1ENT.
The label and method of preparation for market of " Hostetter's Celebrated

Stomach Bitters" is infringed by that adopted for" Clayton & Russell's Cele-
brated Stomach Bitters," inasmuch as the latter is plainly copied from the
former by design, and its general effect is such as to deceive an ordinary ob-
server having no cause to use more than ordinary caution.

A. H. Clarke, W. W. Goodrich, and J. Watson, for plaintiffs.
W. H. Arnoux and A. Du,tcher, for defendants.
BLATCHFORD, C. J. The bill alleges that the plaintiffs are, and for

.27 years or more have been, partners doing business as Hostetter &
Smith, and during that time engaged in making and selling a medi-
cine known as "Hostetter's Celebrated Stomach Bitters j" that they
have the sale ownership of the good-will, labels, or trade-marks of
said bitters j that said bitters have acquired a reputation as a safe
and valuable medicine; that, in order to designate said bitters as of
their own compounding and as genuine, and to prevent fraud by hav-
ing spurious bitters sold as and for the genuine, they from the begin-
ning devised certain labels, tokens, or trade-marks, and a certain
manner of putting up said bitters, placing them upon the market
in a style different from that in use by manufacturers or dealers in
like articles, and that they have adhered to said style up to the present
time j that said bitters are placed by them in square bottles, of uniform
size, known as No.6, containing about one and a half pints, and
having blown therein the name "Dr. J. Hostetter's Stomach Bitters,"
and upon these bottles they cause to be pasted labels or trade-marks,
and the bottles then have revenue stamps put on them, and are
packed in square boxes, each box containing a dozen bottles, and, so
boxed, are sold to dealers; that the defendants are making· and sell-
ing a spurious and inferior article of bitters, prepared In imitation
of, and intended to be sold as and for, the genuine Hostetter's Cele-
brated Stomach Bitters of the plaintiffs' own manufacture, and cal-
culatedtodeceive the public and consumers, and to enable the de-
fendant to reap the profits of the reputation and sale of them; that,
with like intent, the defendants have printed a false label or trade-
mark in imitation of, and closely resembling, one of the plaintiffs'
labels, said false label being well calculated to mislead and deceive
lI'Heported by S. Nelson White, Esq., of the New York bar.


