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NEW Yorx Gmpm Suaar Co. v. AMERIOAN GRAPE SUGAR Co. and -
others.

(Circuit Court, N. D. New York. March 3, 1882.)

1. PATENTS—WANT OF NOVELTY,
The employment of sheet metal as 8 lining for the bottom of a vessel to con-
tain liquids involves no invention, .

2. SAME—PRELIMINARY INJUNCTION.
Where the questions as to the complainant’s rights under his patent are
doubtful, they will not be entertained on & motion for a preliminary injunction.

3. BAME—WHEN INJUNCTION GRANTED.
‘When the validity of the patent is not assailed, and the proof of infringe-
ment is clear, the court will grant a preliminary injunction,

4. PROVISIONAL INJUNCTION.
Where the defendants are entirely responsible, and complainant can be ade-
quately compensated, irreparable damage is an indispensable element in an
application for a provisional injunction.

Dickerson & chkerson, for complainant. Roscoe Conkling, of
counsel.

Bowen, Rogers & Locke, for defendants. Geo. Harding, of counsel.

Warracg, D. J. The complainant moves for a preliminary injune-
tion to restrain the defendants from infringing four patents owned by
complainant relating to improvements in the apparatus for manufac-
turing starch. Of these patents the first was issued January 14, 1868,
to John A. Owens, and was reissued to Thomas A. Jebb and Will-
iam T. Jebb, May 81, 1881, for a combination of an agitator and vi-
brating screen or sieve; the second was issued May 26, 1868, to John
A. Owens, for an improvement in starch trays, which consists in
forming the bottoms of sheet metal; the third was issued September
8, 1868, to J. J. Gilbert, as assignee of Colgate Gilbert, for a bolting
sieve vibrated, supported, and fed as described, and the constituent
parts thereof ; and the fourth was issued to Colgate Gilbert, April 15,
1873, for an adjustable support to a starch separator. Exzcept as to
the second patent, the defendants have entirely failed to impugn the
right of the ecomplainant to an injunetion, if this were a final hearmg
instead of a motion for a preliminary injunction.

As to the second patent, sufficient appears to raise doubts as to
the patentable novelty of the improvement deseribed. It would seem
that the employment of sheet metal as a lining for the bottom of &'
starch tray involves no invention. The bottom had been made of:
wood,.and, undoubtedly, when lined with lead or copper or galvan-
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ized iron, would be more durable and more easily cleaned. But it
i8 within common knowledge that such linings had been used analo-
gously in many other vessels made to contain liquids, because of these
advantages. Such a lining had also been employed, as described in
the Belgian patent of Heidt, for forming the bottom of a trough or
channel wsed for the deposition of starch, in the place of the tray used
by Owen. Inasmuch as the court will not decide doubtful questions
as to complainant’s right upon a motion for a preliminary injunction,
the motion fails as to this patent. The other patents are not seri-
ously assailed, and it is not denied that the defendants have appro-
priated the improvements covered by them, and are now employing
them in their glucose factories.

An attempt has been made to present the defence of abandonment.
It is not claimed that there had been any abandonment before the
letters patent were obtained, and the facts disclosed signally fail to
show any intention on the part of the owners of the patents to aban-
don or dedicate their rights to the public suhsequently. It is not
shown that the owners of the patents prior to the Jebbs, who
acquired title in the spring of 1881, had any knowledge that the
defendants or others were using the patented improvements. It
would seem to be fairly inferable, although not distinetly shown,
that the Gilberts, who owned all the patents prior to the purchase by
the Jebbs, intended to preclude the public from participation in the
use of the patents, and to use them exclusively in their own starch
factories. The improvements were surreptitiously appropriated from
the Gilberts by Fox & Co., from whom they were also surreptitiously
acquired by the Buffalo Grape Sugar Company and these defendants.
The history of the process patent throws no light upon that of the
apparatus patents.

It is insisted that the complainant has not shown such an exclu-
sive enjoyment by the owners of the patents, and recognition by the
public of their rights, as to authorize a preliminary injunction, in the
absence of any adjudication upon the patent. If, by the policy of the
owners, information as to the practical working of the inventions was
withheld from the publie, of course there could not be such a recog-
nition and acquiescence as in many of the cases has been held to be
necessary. Formerly the rule undoubtedly was that a preliminary
injunction would not be granted unless the right secured by the pat-
ent was fortified by evidence of an exclusive or recognized enjoyment
of the right, or by former adjudications sustaining it. In more re-
cent practice this rule has been relaxed when the validity of the pat-
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cnt is not assailed, and the proof of infringement is clear. North v.
Kershaw, 4 Blatehf. T0; The Burleigh Rock Drill Co. v. Loddell, 1
Ban. & A. 625; Steam Gauge & Lantern Co. v. Miller, 8 FEp. Reep.
314. It would seem that the presumption arising from the grant,
especially when not of recent date, ought to suffice as against a de-
fendant who has appropriated an invention secured to another by
letters patent which are not attacked. It is not necessary, however,
to pass definitely upon the point in the present case, because the
injunction must be denied upon another ground.

The complainant has recently purchased the patents and proposes
to use them, not by manufacturing under them, but by selling licenses
to others. It is expressly alleged in the moving affidavits that the
complainant does not desire to enjoin the defendants, provided they
will accept a license and pay damages at the same rate as other
licensees. 1t does not appear that complainant has as yet estab-
lished any license fee for the use of the apparatus patents inde jend-
ently of the process patent. The sum which defendants should pay
cannot, therefore, well be determined except by an accounting for
profits; and, as they are entirely responsible, when this is had the
complainant can be adequately compensated. Irreparable damage
is an indispensable element upon an application for a provisional
injunetion. Sanders v. Logan, 2 Fish. 167; Morris Manuf’g Co. v.
Lowell, 3 Fish. 67; Pullman v. B. & O. R. Co. 5 Fep. Rer. 72.

On the other hand, the defendants have gradually created and de-
veloped an extensive market for glucose and grape sugar; so large
that if their works were stopped the demand could not be well sup-
plied, and serious inconvenience would result. They have not only
invested a large capital in their manufacturing business, but they
employ a great number of workmen, many of whom would be tempo-
rarily cut adrift if an injunction were granted. It is difficult to see
how the defendants could remove the patented apparatus without
substantially dismantling and reorganizing their works. Under such
circumstances the equitable considerations which appeal to the dis-
cretion of the court, and within well-recognized rules should lead to
the refusal of & preliminary injunction, eannot be ignored.

If the complainant has any reason to doubt the pecuniary ability
of the defendants now, or at any future time, to pay any decree that
may be obtained in suit, it may apply for a further order requiring
the defendants to enter into a bond with sureties.
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‘HosteTrTER and another v. Apams and another.*

(Cireuit Court, 8. D. New York. TFebruary 18, 1882.)

1. LaBrLs—¢ HOSTETTER’S STOMACH BITTERS '’—INFRINGEMENT,

The label and method of preparation for market of ** Hostetter’s Celebrated
Stomach Bitters” ig infringed by that adopted for ¢ Clayton & Russell’s Cele-
brated Stomach Bitters,” inasmuch as the latter is plainly copied from the
former by design, and its general effect is such as to deceive an ordinary ob-
server having no cause to use more than ordinary caution.

4. H. Clarke, W. W. Goodrich, and J. Watson, for plaintiffs.

W. H. Arnoux and 4. Dutcher, for defendants.

Brarcarorp, C. J. The bill alleges that the plaintiffs are, and for
27 years or more have been, partners doing business as Hostetter &
Smith, and during that time engaged in making and selling a medi-
cine known as “Hostetter's Celebrated Stomach Bitters;” that they
have the sole ownership of the good-will, labels, or trade-marks of
said bitters; that said bitters have acquired a reputation as a safe
and valuable medicine; that, in order to designate said bitters as of
their own compounding and as genuine, and to prevent fraud by hav-
ing spurious bitters sold as and for the genuine, they from the begin-
ning devised certain labels, tokens, or trade-marks, and a certain
manner of putting up said bitters, placing them upon the market
in & style different from that in use by manufacturers or dealers in
like articles, and that they have adhered to said style up to the present
time ; that said bitters are placed by them in square bottles, of uniform
size, known as No. 6, containing about one and a half pints, and
having blown therein the name “Dr. J. Hostetter’s Stomach Bitters,”
and upon these bottles they cause to be pasted labels or trade-marks,
and the bottles then have revenue stamps put on them, and are
packed in square boxes, each box containing a dozen bottles, and, so
boxed, are sold to dealers; that the defendants are making and sell-
ing a spurious and inferior article of bitters, prepared in imitation
of, and intended to be sold as and for, the genuine Hostetter's Cele-
brated Stomach Bitters of the plaintiffs’ own manufacture, and cal-
culated to deceive the public and consumers, and to enable the de-
fendant to reap the profits of the reputation and sale of them; that,
.with like intent, the defendants have printed a false label or trade-
mark in imitation of, and closely resembling, one of the plaintiffs’
labels, said false label being well calculated to mislead and deceive

*Reported by S. Nelson White, Esq., of the New York bar.



