
Co'tTBB 'D. NEW HAVEN CoPPEB Co. and others.

(Oirc'Ui' Oourt, D. OonMCeic'Ut. August7, 1882.)

PATENTS 1/'OR INVENTIONB-PROOEss-.,.NOTAN 1NlI'IUNGEMENT.
Wheredefendants'processis not the patentedpro(l6SS,but omitsa patented.

step,andin itS steadincludesone which the natenteeintendedto avoid, it is
notaninfringement.' .

John 8.Beach, George Harding, andOhMles E. Mitchell, for plain-
�t�i�~ .
Benjamin F. Thurston andOkarZe. Jj. IngersoU, for defendants.
SHIPMAN, D. J. This is a bill inequity to restrainthe defendants

from theallegedinfringementof reissuedletterspatent,datedOctober
16, 1877, to Andrew O'Neil, assignorto SamuelA. Cotter, for an
improvementin preparingsheetcopperfor boilers,andothervessels.
The original patentwasgranted,to Mr. O'Neil,asinventor,on April
6, 1869.

Prior to the dateof the original patent,tinnedsheetcopperfor the
manufactureof culinary utensilswas furnished to the coppersmith
in the form of a soft sheetof coppertinnedon oneside,and thecop-
perside'discoloredby the actionof the heatand acidsemployedin
the tinning process. This soft, porous,flexible sheetwasthenmade
denseandhardby tediousandexpensivehandhammering,or "plan-
ishing," as it was oalled,whichconsistedof hammeringthe sheet
uponan anvil with hammersof a curvedsurfaceto make the sheet
dense,and then with hammersof a plane surlaoe to smooth and
brightenit. Tinnedcopperhadbeenalsosometimesooldrolled, or
passedthrough l*'Hshed'rolls, wherebythe sheetwas mademore
dense,but the'forIX\ in-which the ooppersmithgenerallyreceivedthe
sheet for manufactureinto utensils was the one which has been
described. Sometimesthediscolorationwasattemptedto beremoved
by the useof acid. .

Mr. O'Neil, in 1867, reteivedletterspatent for a. tinned copper
sheetpreparedin this way. A varnish,madeafter a prescribedfor-
mula,waaappliedwith a. btuahto theCloppersideof thetinnedsheets
in the rough StlUi$ "'withontBubjectingthemto any acid bath,scour-
ing, planis.hing,or any otherchemicalor mechanicalpreparation."
The varnishedsheets,when dry, "were passedthrough highly-pol-
ishedrolls of steelor.case-hardenedor chilled iron." In 1869 the
original of thereissuewhich is now in suit wasgrantedto Mr. O'Neil.
The specificationdescribesthe inventionasfollows:
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"The objectof my inventionis 'topreparefor n.:Iarkettinnedcoppersheets,
with smoothanduniform andpermanently-lustroussurfaces,withoutartificial
:Joloring. Sheetsof tinnedcopper,as now usuallypreparedfor pot bodies,
acquire a discolored,stained,and mottled appearanceby the oxygenating
agencyof theheatandacidsemployedin theprocessof tinning; andto these
causesof disfigurementthereis oftenaddedthat arising,from the overflowof
thetin itself onto thecopperside. This disfigurementis now soughtto be
removedby acids, which, in turn, 'cut' the tin and initiate ,rust, and by
tediousandcostlymechanicalabrasion,which consumesmuchtimeandmate-
rial. In consequenceof the above,it is frequently necessaryto retin the
interior of the vesselsafter they are madeup, which reproducesthe evils
above alluded to. To the aboveevils there is commonly added that of
unevennessof tinned surface,due to hand planishingor striping, the tin
beingfoundto wearrapidly awayfrom theridgesor eminences."

After describingthe benefitBof �~�i�B invention, the patenteeBayB:
"My processis as follows: 'I provide coppersheets,of the precisesize

requiredto composethebodyof the �w�a�s�h�~�b�o�i�l�e�r or otherdesiredvessel,,and,
having tinned them by the usual or any approvedprocess,I passthem
throughhighly-polished,chilled or steelrolls, andcold roll thesheets. Then
theyareplaceduponan endlessapronor carrier,andpassedbeneatha rotary
polishingwheelor buffer,to producea high gloss,or theymay bepolishedby
anyotherapprovedor preferredmode., I preparetwo quartsof dammarvar-
nish,onequartof turpentine,one,quartof alcohol,to makeonegallonof the
transparentenamel. Then lay the sheets,with the bright sidesup, on.a
steamtable,which is kept at a moderatetemperatureto warmthe sheets.
Then I apply the transparentenamelingwith a soft, flat brush,and,when
dry, thesheetsarereadyfor market."

The claimswere asfollowB:
"(1) I claim .8 bright cold-rolled ,tinned sheetof copper,as explained.

(2) I claim a transparentenameled,brigl:1t tinned,cold-rolled sheetcoppe:l;'.
(3) As a newarticleof manufactu"'b, the polishedandenameledtinnedcop-
per sheet,�p�r�o�~�u�c�e�d by the praceS:!substantiallyas hereindescribed,for the
manufactureof wash-boilersandotherculinaryvessels."

The first claim waB for a tinnedBheetof coppermade"hard,even,
and lustrous" by cold rollb:ig, and bright by poliBhing upona buffer
or by any other approvedm.ode,but not by Bcouring 'or scrubbing
with acid, for this wasoneof the evilB �w�h�~�c�h the patenteewished to
avoid. The Ol'Jer in which cold rolling and the removal of discol-
oration by polishing waB donewaB immaterial. It WaB not for an
enameledsheet. That was includedin the secondclaim.

This invention, which conBisted in Bubjecting the Bheet to 'cold
rolling, wherebythe BurfacewaB made'denseandgl08sy,andto polish.
ing, wherebythe discolorationwaB removed,and, if need be,.to an
additional enameling process,waB .receivedwith great,fa.vor, went



'236 FEDERAL REPOBTEB.

into extensive use, entirely superseded hand planishing, and was very
useful.
In 1877 the reissue which is now in suit was obtained. In the

specification the patentee says that "in some instances the sheet
had been passed through rollers before my invention;" but in con·
sequence of the acids employed in preparing the sheet for tinning,
and the heat in the tinning operation, the copper surface became
dark and mottled. He described his invention as follows:
"To render the sheet of copper of a handsome color and a more merGhant-

able, appearance, and of superior stiffness and elasticity, so that it is less liable
to dent or bruise than heretofore, I employ two operations. One is the
planishing or consolidating of the sheet, for which highly-polished chilled or
steel rollers may be used. By this operation the copper is rendered dense or
hard, and the coating of tin is smoothed and unified. The other is a cleaning
or polishing operation to remove the discoloration, scale, or foreign substance
from the copper surface of the sheet. This is done by a. rotary polishing
wheel or buffer, or by any other approved or preferable mode. The copper
thus produced presents a clean, bright surface of copper on one side, and a
uniform surface of tin on the other side, and the sheet is hard and dense. In
order to prevent atmospheric action On the surface of the copper it is prefer-
able to employ a dammar varnish, thinned out with turpentine and alcohol,
in about equal proportions, and mixed with about the same quantity of dam-
mar varnish, and t4is is applied to the copper side of the sheet, when it has
been warmed npon a steam table or otherwise. This varnish dries rapidly,
and the sheet metal is ready for the market."

The claims are as follows:
"(1) As a new article of manufacture. the tinned sheet copper herein de-

scribed, the same haVing a. bright or polished copper surface, and the whole
beiI1gcold tolled, as arid for the purposedescribed; (2) the improvement in the
mamtfacture of tinned sheet coppElr, consisting i'n tinning one surface, clean-
ing or brigbtening the other surface, and SUbjecting, the sheet, while cold, to
pressure between rollers, substantially as set forth; (3) the sheet of tinned
copper prepare(l<,by cleaning and rolling. and: protected by a varnish upon the
copper suqace, as and for the purposesetfQrtb."

The:fi.rst �c�l�~�i�m is identical with the ,first claim of the original. It
is not for a tinned sheet, cold rolled; and having a bright copper
sUrface, made such by the uso;of acids,but having a surface nlada
bright or polished by the wheel; or by any approved mode of polish-
ing. The second claim is for the process of· manufacturing described
in both original and reissue, not itlClriding the varnishing; but it is
not to be construed as including any mere "cleaning" of the surface,
alth0ugh the word "cleaning" is introduced both into the description
and the �c�l�8�i�i�D�1�~ To incluaein the patented process cleaning by aci.d,
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or by scouringwith acid and sand,would be an undueexpansionof
the original patent.

In 1876ThomasJamesobtaineda patentfor an improvementin
the manufactureof tinnedsheetcopper,underwhich the defendants
nowmakethe articlewhich is saidto be an infringement. After the
sheetis tinned,thediscolorationis removedby theuseof dilutedacid,
or by scrubbingwith acid and sand. The sheetis then washedin
purewater,and after it is dry is cold rolled betweenbright chilled
rolls, two sheetshavingbeenplacedtogether,with their tinnedsurá
facesin �c�o�n�t�a�c�t�~ By this processthe discolorationis removedby
the application of acid, and then the surface is polished by the
chilled rolls. By the O'Neil processthe surface is polished and
madeglossy by the rolls, and the discolorationis removedoy the
buffer, or otherapprovedpolishingmethod. . , " .

The defendant'sprocessis not the patentedprocess. It omits a
patentedstep, and in its 'stead includes one which the patentee
intendedto avoid. There is no infringemant,and the'bill is dis.
missed.

Execution-Propertyin Public Use Exempt.
CITY OF NEW ORLEANS 11. MORRIS and others,U. S.Sup. Ct., ()ct. Term,

1881. Appeal from thecircuit courtof theUnitedStateSfor the district of
Louisiana. Thesubstanceof thebill is that defendants,havingseveraljudg-
mentson the law sideof thecircuit court, hadcausedexecutions,issuedon
thesejUdgments,to be levied uponsharesof the st,ock of theNew Ol'leaIis
Water-worksCompany,andthe Il).a.rshlil hadadvertisedthemfor saleand,was
aboutto sell themto thehighestbidder; thatprior to March 31,1877,thecity
wasthe soleandabsoluteownerof the water-worksnow owned�a�n�~ held by
the corporationknown as the New Orleans�W�a�t�e�r�~�w�o�r�k�s Company;that Ou
thatday the legislatureenacteda law creatingthat corporat\onwith a capi-
tal of $2,000,000. .Of this sum the corporation,assOO1) as �o�r�g�a�n�1�z�e�~�, Wa& to
" issueto thecity 'bf NewOrleansstockto the amountof $6M,660,fan paid
andnot subjectto assessments,and in additiontheretoone sim,i.la.rsharefor
every$100dollarsof water-worksbondsthe city hadtak(;m up �i�:�i�~�r�e�t�q�f�6�t�e arid
extinguishedby payment,exchange,,or otherwise;and tluit the residueof
saidcapital stockshaUbe�r�e�s�e�r�v�e�d�f�o�r�~�h�e benefitof all holdersof water-works
bonds,to the extentof the amountnow outsfanding,who may electto �~�v�a�i�I
themselvesof theprovisionsof this act." ThebOnds herereferred'to were
thoseissnedby the city, while soleownerof the water-works,in aid of their
constructionandextension. 'rile seventhsectionof this actreadsas'foubws:
"Be it further enacted,thatáthe)Boock owned by thecity of .�N�e�w�Q�1�'�l�~�a�n�s ' in
saidwater-workBcompanyshall not beliable"to seizurefor 'the'debts0,(81\1Ç1
city." Underthe statute,and especiallyunder the seve'ntbsection,thaclty


