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againstdrawing from it any necessaryinferenceof an unlawful use
of the mail sincethat time by him, or any intent to concoctor con-
ceivea schemeor device to defraud. But you will give just such
weight to the fact astendingto showthe characterof his businessat
the time to which the presentinformation relates,as yon think in
justiceyou ought. And of courseit will also be proper for you to
considerthe statementsof the defendantin regard to his pleading
guilty to that charge,that he did it to saveexpense,and so forth.
Of course,a personchargedwith crimemight pleadguilty, and suffer
a conviction,when he fully believeshimself innocent. Whetherthe
defendantdid so or not it will be properfor the jury to considerin
this part of the case. .

After full andfaithful considerationof all the facts in the case,it
will be for you to say how you are reasonablyconvinced. What im-
pressiondoesthe evidence,takenasa whole,makeuponyour mind?
It is incumbenton the prosecutionto satisfyyou of the guilt of the
defendant,beyond a reasonabledoubt. The governmentdoes not
expect or desire a conviction at, your hands,unless you are fully
oonvincedof the defendant'sguilt. On theotherhand,if you are so
convinced,you shouldfollow your convictionsandreturn a verdictof
guilty.

The further responsibilityof the caselies with you, and I have
full confidencethatyou will give it that judiciousconsiderationwhich
both partiesareentitled to at your bands,and rendera verdictwhich
shall satisfyyour bestconvictionsand the evidencein the case.

COBURN and anotherv. CLARK.'"

(Oircuit Court, E. D. Missouri. March 12, 1883.)

L PATENTS-EFFECTOF DECISI0NS AS TO VALIDITy-PRELIMINARY INJUNCTI0N.

Wherea motionis madefor a preliminaryinjunctionfor anallegedinfringe-
mentof a patent,which has been held valid without collusion in a contested
patentcase,thevahdityof the patentwilllJe consideredsettledfor thepurposes
of the motion.

2. SAME.

Where,however,the decisiondoesnot show what claims were held valid,
nor what would be an infringement,thefollowing questionsareleft open,viz.:
(1) Whatare the contrivancescoveredby the patentY (2) Has the defendant
infringed the same7

"Reportedby B. F. Rex, Esq.¥ of theSt. Louis bar.
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Motion for a preliminaryinjunetion to restrainthedefendantfrom
infringing two letterspatentof the United States,one being for an
"improvementin casesfor transportingeggs,"and the other for an
"improvementin egg-boxes." Thefirst of said patentscontainstwo
and the other threeclaims.

Overall cf ,Judson,for complainants.
John M. and Oh. Krum, for defendant.
TREAT, J.. It is unadvisableon a preliminarymotion to express

an opinion concerningthe merits of a controversyto be determined
at final hearing. It seemsthat theUnited Statescircuit court of the
southerndistrlct of New York hasheld,on final hearingin acasebe-
fore it, that plaintiffs' patentsarevalid, the decreeiIi which caseis
for the purposesof this motion to be eonsideredconclusive. It also
appearsthat JudgeMCCRARY, of thiscircuit, actinguponsllcha.djudi-
cation,and possibly other matterspresented,has awardedprelimi-
nary injunctions.

Undersuchrulings nothing remainsbut to grant similar orders,
providedthe allegedinfringementsarethe same,substantiallyor col-
orably. .It hasbeenthecourseof proceedingsherefor more than20
years,and elsewhere,to accepta decision in a patentcase,when
mt:Lde on the merits, without collusionor on meredefault,asan ade-
quatehasisfor a preliminary injunction,so far as the validity of the
patentsis involved; leavingopen for inquiry on suehmotion solely
the questionof infringement.

Under the rules governing'suchmotions the decisionsupholding
the Stevensand Bryant patentsmust control. But what are those
�p�~�t�e�n�t�s�; that is, what do they cover? His very easyto grant an
orderperfunctorily that defendantshall not infringe plaintiff's pat-
ents; but sucha perfunctoryorder leavesopen the whole subjectof
controversy. The defendantmay deny an infringement,and, conse-
quently, if his courseof businessdoes not infringe, what effect has
the order? He is enjoinednot to do what he hasnot doneandwhat
he doesnot proposeto do. Hencetheinjunction orderin suchform
would be a merebrutumfulmen. It is, therefore,essentialto ascer-
tain whetherthe defendanthasprima facie infringed a valid patent,
for the complainanthasno right to drag into a court of equity asIt

defendantone who is not answerableto equitableproeeedings. The
defendanthasa right to standon his denials.

The primary inquiry is, the patentsbeing consideredvalid, on
what constructionthereof plaintiff's rights are based. For the pur-
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posesof �t�h�\�s�,�p�r�e�l�i�m�i�n�l�~�r�y investigationthepatentsmustbeconsidered
valid,but,therereJ:l),ainsthe questionas to the true constructionof
the patents;i.e., for what deviceswere the patentslawfully granted.
It is to benotedthattherehasbeen,at leastasto oneof the patents,
a disclaimeranda reissue,from which the matterpatentedhasto be
determined.

It is not proposednow to gobehindthedecisionmadein the south-
ern district of New York (which settled nothing definitely as to
what was really patented)which hold the patentsvalid. Nor is it
properto considerotherwisethan asauthoritativethe interlocutory
viewsof JudgeMCURARY, in this circuit, uponthe patentsin question.
Hence there remain only two propositionsto be considered: �F�i�r�.�~�t�,

what are the contrivancescoveredby the patents? Second,hasthe
defendant.infringed the same?

It is held,for the purposesof this motion, that the plaintiffs have
an exclusiveright to the combinationof more than two trays ina
case; and also to theintel'1ockedform of theseparatedtrays. The
injunction orderwill go againstthe infringementof said combination,
andalso of the constructionof saidinterlockedform of trays. There
aremanysuggestionsproperconcerninginterlocutoryordersin cases
of this kind, which, if made,might be considerednot in accordwith
the views expressedby manynisi prittS courts,but which ought to be
weighedmorefully than hasheretoforebeendone. For instance,a
court in final hearingmay decidea patentvalid, which patentcon-
tains manyclaims, andthe constructionof whichpatent,asto one or
manyof the claims,is not disclosed,especiallyas to the alleged in-
fringement of one or more of said claims. Is it to be taken for
grantedthat the court held the patent valid as to each and every
claim, when possiblythe alleged infringementwas as to one of the
claimsalone,andthat claim was aloneunderconsideration?

The casesnow beforethe court are illustrative. Here are various
patents,-onefor combinationsand anotherfor mechanicaldevices.
The patentshavebeenheld valid; but as to what? What construc-
tion hasbeengiven to therespectivepatents,andas to what alleged
infringement? What shall now be held as concludedfor the pur-
pose of the presentmotions,unlessit is disclosedwhat some other
court decidedin respectto eachof the essentialmatterspertaining
thereto? Thesequestionsarecomplex,.andnotperfunctory. An ex-
aminationof the casescited with regardto the very patentsin ques-
tion furnish very little light with regard to the subjectsnow in dis-
pute.
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A more seachinginquiry is neededfor preliminaryinjunctionsthan
a mereperfunctoryorder, covering,in an indefinitemannerpossibly,
all the claims of a patent,andall possibleinfringementsof valid or
invalid claims, when it is impossibleto determinefrom a final decree
what was in detail decided. ,

The true rule should require it to beáshownwhat claim was held
to be valid; thevalidity of that specific claim having beenbrought
into question. It ámaybe that the court,onfinal hearingpassedon
only oneof manyclaims,and that the allegedinfringementin such
a casepertainedonly to that specificclaim. Howis it as to other
claimson which no decision has be.enmade? Must a court, on a
motion for a provisional inj unctiopfor allegedinfringeQlentof some
otherclaim, deemitself conclude"dwhen no court has passedupon
the specific inquiries? There should be a careful investigation of
the precisepoints decided,and of the alleged infringement; other-
wise greatwrongsmaybe perpetratedagainstoneor the otherof the
parties litigant. Preliminary injunctions areánot to be granted,it
may be destructively, to defendantsmerely becausean indefinite
decisionhasbeenmadeby somecourt whoseviews arenot disclosed
in its decree;and,on theotherhand,�w�h�e�n�p�l�a�i�n�t�i�f�f�~�s rightshavebeen
fairly determined,shouldpiracy be toleratedpendentelite 1 .

Thesegeneralviews are expressedin the interestof all partiesto
like controversies.

An examinationof the severaldecisionsin the United Statescir-
cuit court for the southerndistrict of New York áfailsto furnish any
constructionof the severalpatentswherebythe action of this court
can be aided; nor isit shown with distinctnesswhat claimawere
held valid, nor wha.twould be an infringementof claims held valid.

Without further comment,the injunction order will be issuedas
hereinstated,leavingfor final hearingmatterslooking to thevalidity
of the respectivepatents.

. �~�~�.�_�. --------------
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TURRELL v. BRADFORD and others.

(Oircuit Oourt, S. D. Ne'lli York. March 22, 1883.)

1. SUBCOMBrNATION CLAIMS IMPORTED INTO REISSUES.

Suchclaimsarevoid, upon the principle declaredin Bantzv. Frantz, 105U.
S. 160.

2. RIGHT OF �R�E�[�S�~�U�E TO COVER SUCH CLAIMS LOST, BECAUSE OF UNREASONABLE

DELAY, THE DEFENDANT NOT USING THE ENTIRE COMBINATION. .

Theseclaimsin the reissuefor the subcombinationsarevoid, beinggranted
manyyearsafterdateof theoriginal patent,andafter theinventionof another
devicewhich did not usethe.entirecombination-originalclaim--of that pat-
ent, and when"the right to have the correctionmadeII had been"aban-
donedandlost by unreasonabledelay."

GeorgeO. Frelinghuysen,for plaintiff.
A.J. Todd, for defendant.
SHIPMAN, .J. This is a bill in equity to restrain the defendants

from theallegedinfringementofreissuedletterspatent,grantedMay
30, 1876,to the plaintiff, asassigneeof theexecutorsof JohnLovatt.
for an improvedskate. The original patentwas issuedon May 29.
1860, to John Lovatt. as inventor. and was extendedon May 28.
1874,to May 30,1881. Two intermediatereissueshavebeengranted.
oneon November10,1868,and the otheron April 6, 1875. The bill
was filed on January30, 1880. The defendants'skate is known as
the"AcmeClub Skate." It is describedin letterspatentto JohnForbes
of July 2, 1867. The Lovatt invention wasa skatewhereinthe sole
clampsandheel clampsweresecurelyfastenedto thesaleandheelby
theoperationof oneadjustablescrew,whereas,previously,themechan-
ismsfor soleclampsandheel clampswere separateand actedinde-
pendentlyof eachother. His skatehasa pairof laterally-slidingsole
clampsand a pair of laterally-sliding heel clamps,which are oper-
atedby meansof a screwmoving longitudinallywith referenceto the
skate,andactinguponV-shapedgroovesin suchmannerthat "when
one pair of clampsclosesupon the heel or sole, the clamp-operating
mechanismis not arrestedin its movement,but is continued80 as
to closetheotherpairof clamps." This peculiarityis pointedout in
the specification of the original patent. By the agencyof the V-
shapedgrooves,the longitudinal motionof the screwcommunicatesa
lateral motion to the clamps.

The single claim of the original patentwas "the combinationof
the movableV-slotted blocks, E,E, with the clamps,D, D, D, D, and


