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(Uircuit Uou,rt, W. D. Penn8yZflania. :M:arch 20, 1884.)

1. FOT.MER JUDGMl;;NT-WnEN A BAR.
A decreeunderequity rule 38 dismissingthe plaintiff's bill becauseof his

failure to reply to a pleaor set it down for argument,is not conclusive,since
all the authoritiesagreethat in orderto constitute:he former judgment01' de-
creea bar it mustappearthat thepoint in �i�~�s�u�e was judicially determinedafter
a hearingand uponconsiderationof the merits. -

2. PATENTS FOR IKVENTION-PARTKER INVENTING MACHINE-USE BY FmM-
LICENSE.

During the existenceDf a partnershipbetweentwo personsoneof themin-
venteda machineuponwhich a patentwasgrantedto him. Thefirm paidthe
feesand costsof procuring the patentand the expensesof an expe:'imental
trial of the inventionand also the expensesof SOlDe Iitig'ltion which ensued.
It appeared,however,that all the outlay of the firm was more thanrepaid by
thebenefitsarising from the free useof the patentedmachinein the partner-
shipbusiness. Held, that upon thesefacts no implied license arises to the
memberof the firm not the inventor to make, use,and vend the patented
machineafter the dissolutionof the partnership.

In Equity.
BakewellÇKer'r and D. F. Patterson,for complainants.
Geo. H. Christy, for defendants.
ACHESON, J. Nicholas J. Keller, one of the plaintiffs, and Philip

M. Pfeil', oneof the defendants,enteredinto partnershipon April 26,
1870,in the businessof dredginganddealingin sandandgravel, the
partnershiplasting until AprIl 10, 1875, when it was dissolvedby
mutualconsent. During the existenceof the partnershipKeller in.
vented a sand and gravel separator,for which letters patentwere
grantedto him on May 21, 1872. With his consent,and at the firm
expense,the patentedapparatuswas put on'two boatsownedby the
firm,-one called the Hippopotamus,the other the Rainbow,-and
was used thereon without charge during the continuanceof the
partnership; The firm paid the feesandcostsof procuringthe pat.
�~�n�t�, and the expensesof an experimentaltrial of the invention, and
also paid the expensesof some litigation which ensued. The evi.
dence,however,tendsto showthat this outlay waf! more thanmade
good by the advantageand benefits accruing to the firm from the
free useof the invention on said boats. Upon the dissolutionof the
firm eachpartnertook at an agreedvalueoneof the boats,-Keller,
the Hippopotamus,Pfeil the Rainbow,-eachthen having the pat.
entedmachinethereon.' A llontest immediatelyaroseasto the right
of Pfeilto usethe patentedmachineon the Rainbow,andKeller filed
a bill in this court to restrainsuch use,alleging that the privilege
had not passedwith the boat. The deciEion of the court, however,
:was'against him, and his bill was dismissed. SubsequentlyPfeil
built anotherboat called the WhartonMcKnight, and placed,and
usedthereonthe patentedapparatus.áThereuponKeller filed in this
courtanoth!)r'billagainstPfeil and his associatesto restrainthe iná
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fringement of his patent. To this bill the defendantsfiled a plea
settingup the samemattersof defensenow relied on. To this plea
the plaintiff did not reply, nor did he set down the samefor argu-
ment. Whereforea decreedismissing the bill was enteredunder,
andin the termsof the thirty-eighth rule in equity, viz. :

"If theplaintiff shall not reply to anyplea,or setdownanypleaor demur-
rer for argument,on the rule-daywhen'thesameis filed, or on the next suc-
ceedingrule-day,heshall bedeemedto admitthetruthandsufficiencythereof,
andhis bill shall be dismisseda!! of course,unlessa judgeof the court shall
allow him further time for thepurpose."

The defendantsplead the decreeenteredunderthis rulfl in bar of
so much of thepresentbill asrelatesto the WhartonMcKnight, or the
useof the patentedinvention thereon. Whetherthis positionis well
takenis the first questionin the calle. That suchdecreeis not con-
clusive,is, I think, evidentfrom the authorities,they all agreeingthat
in order to constitutethe former judgment or decreea bar, it must
appearthat the point in issuewas judicially determinedaftera hear-
ing, and upon considerationof the merits. 1 Greenl. Ev. ¤¤ 029,
530; Story, Eq. PI. ¤ 793; Badger v. Bad.!Jer, 1 Cliff. 237, 245;
Haws v. Tiernan, 53 Pa, �S�t�~ 192; Hughesv. U. S. 4 Wall. 232. In
Homer v. Brown, 16 How. 354, it was held that a judgmentof non-
suit, enteredupon an agreedstatementof factssubmittedto thecourt
for decision,was not a bar to a subsequentsuit betweenthe same
parties, and for the samecauseof action. Says CLIFFORD, J., in
BadgerV. Badger, supra, if the orderof dismissionwas not upon the
meritsof the bill, it mattersnot whether it was with or without the
consentof the complainant. And Mr. JusticeFIELD saysin Hughes
v. U. S. supra, "if the first suit .. '" '" was disposedof on any
groundwhich did not go to the merits of the action, the judgment
renderedwill prove no bar to anothersuit." 4 Wall. 237. Now,
the primary purposeof rules of court beingto regulatethe practice,
and promote the dispatch of business,the intention to create an
estoppelought not to be �l�i�g�h�t�~�y imputed to the rule now undercon-
sideration. Sucheffect,it seemsto me,is foreign to the object to be
subserved. True, the rule declaresthat the plaintiff so in default
"shall be deemedto admit the truth and sufficiency" of the plea, but
this implied admissionis merelyfor theoccasion,and to opentheway
for a decreeof dismission"as of course,"without trial, hearing, or
adjudication,-adecreewhich is the equivalentof a judgmentof non-
suit at law for want of a narr or otherdefault of a like nature.

It appearsthat the defendantsare not only using the inventionon
the Wharton McKnight, but that they have built anotherboat, the
Little Ike, upon which they intend (it is admitted)placingand using
a sandandgravel separatorconstructedpursuantto Keller's patent;
and they defendgenerally,upon the ground that Pfeil is invested
with a licenseto make,use,and Bell the patentedmachine. No ex-
presslicenseis shownand noneiaassertedin view of theproofs. The



KELLER V. STOLZENBAOH. 49

defendantsstandon an implied license. But if such licenseexists
it must spring from the facts heretoforestated,viz., the invention by
Keller duringthepartnershipbetweenhim andPfeil, thefreeuse,with
Keller's consent,by the firm, of the patentedapparatusupon their
boats,and the paymentby the firm of the fees, costs,and expenses
of procuring the patent,etc. But I cannotseethat thesefacts af-
ford any solid foundation for the defenseset up. In }lfcWillimns
Manuj'g 00. v. Blundell, 11 FED. REP.419, upon a substantiallysim-
ilar stateof facts, it was held that the firm could make no claim to
the patent,and, after dissolution,an injunction to restraininfringe-
ment issuedagainstthe late partner. Here the merit of the inven-
tion is Keller's exclusively. He is indebtedto Pfeil for no ideasor
suggestions. The letters patent were never treatedas partnership
property. At the dissolutionof thefirm the partnersmadea sched-
ule of the firm assets,at agreedvaluations,with a view to a division.
but the patentwasnot in that schedule. Theclaim which Pfeil then
assertedwas the right to use the patentedapparatuswith which the
Rainbowwas equipped. To that extent his demandwas reasonable
and just, and it was sustained. But now he practically insistsupon
an equitableownershipin the patent, for he claims the unlimited
right, individually and in connectionwith his presentpartners,to
make,use,and vendthe patentedapparatus. But no expressagree-
ment is shownwherebythe firm or Pfeil acquiredany interestin the
patent. If the firm paid theexpensesconnectedwith theissueof the
patent,etc., they receiveda full equivalentin the useof the inven-
tion upon their two boats,free of royalty, and in the absenceof di-
rect proof of any otheror greaterright in the firm, noneis fairly in-
ferablefrom the facts as they appear.

Our conclusionthat Pfeil's right to use the invention is limited to
the constructionon the Rainbow, finds support in adjudgedcases.
Brickill v. Mayor, etc., of New York, 7 FED. REP.479; Wade v. Metcalf,
16 FED. REP. 130. Nor does this view conflict with the decisions
cited by the defendants. In the nature of the case(the invention
being a prOI es ) the presumedlicense in McClurg v. Kingsland, 1
How. 202, was unlimited, and justly so under the circumstances.
In Chabot v. American Button-hole, etc., Co. 6 Fish. 71, the facts
werenot only substantiallysimilar to thosein McOlltrg v. Kingsland,
but there was the additional element of an expresscontract, the
terms of which greatly strengthenedthe presumptionof an unre-
stricted license. The �s�u�b�j�~�c�t�-�m�a�t�t�e�r of the patent in Slemme1"s Ap-
peal, 58 Pa. St. 155, was a processwhich, if legally the inventionof
one partner,was in fact the result of partnershiplabor, experiment,
and development,and thedealingsof thepartnerswith eachotherhad
beenof sucha characterthat it would have beengrosslyinequitable
to denyto anyof themtheright to usetheinvention. In Kenny's Pat-
ent Button-holing Co. v. Somervell, 38 Law Times Rep. 878, the part-
nershipwas formed for the sole purposeof working the patentedin-
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...entlon,and had beenconductedfor severalyears,duringwhich time
the partnerwhom it wasattemptedarbitrarily to enjoin had aidedin
perfectingthe invention and investedhis capitalin the business. It
was a clearcase(as was Slemmer'sAppeal) of a dedicationof the use
of the invention to the partnership,without limit as to time. But of
anysuchdedicationof Keller'spatentthereis a lack of evidence,and
the equity of Pfeil is fully satisfied by the useof the patentedappa-
ratuson the Rainbow.

Let a decreebe drawnin favor of theplaintiffs, in accordancewith
the views expressedin this opinion.

UNITED STATES V. Two HUNDRED AND FOURTEEN BOXES OF ARlIIS, AM-

MUNITION, AND MUNITIONS OF WAR.

UNITED STATES V. ONE HUNDRED AND FORTY KEGS OF GUNPOWDER.

(District Court, E. D. Virginia. February4, 1884.)

NEUTRALITY LAWS-VIOLATION OF-HOSTILE EXPEDITION-SEIZURE-FORFEITURE
OF MUNITIONs-EvIDEl'iICE-REV. ST. ¤ 5283.

Thesteam-tugMorganwaspurchasedandrepairedat New York, to be sent
to thewatersof Hayti andused there to commit hostilities in aid of the late
insurrectionistsagainstthegovernmentof Hayti, with which the United States
areat peace. Shortlybeforeshewasto sail, two cannons,with navalcarriages,
sundryboxesof Winchesterrifles and Springfieldmuskets,with arnmunition,
and100kegsof gunpowder,werepurchasedby the purchasersof the Morgan
andput on board a schoouerat New York, which had cargofor Richmond,
with orders,on being hailed by concertedsignals,to put thesemunitionsoff
someWherenearthe Virginia capes,on any steamergiving the concertedsig-
nals. The proofsshowedthat the Morganwas to be the steamerto takethese
munitionsoff 1heschooner. The Morgan,when about to setout from New
York, wasseizedby the United Statesmarshalon the chargeof attemptingto
violate the neutrality laws of the United States,and failed to be at the Vir-
ginia capesto receive the said munitions. The schooner,accordingly, pro-
ceededon her voyage to Richmond, and on her arrival therethe munitions
wereseizedhndera libel in admiralty for forfeiture, under section 5283,Rev.
St. Held, on the proofs, that the munitionswere liable to forfeiture.

This caseis a sequdto that of the 1lfaruN. Hogan, 18 FED. HEP. 529

In Admiralty.
Edmund JVaddill, U. S. Atty., and Oeo. J. Schermerhorn,for the

United States. .
A. M. KeileyandJ. E. Budden,for claimant.
HUGHES,J. Theseare libels of information broughtby the United

Statesattorney,for and in behalf of the United States,against two
cannons,sundrycasesof fire-armsand ammunition,andkegsof gun-
powder,found on boardthe schoonerE. G. Irwin, lying in the port of
Richmond,and seizedfor forfeiturein Augustlast. The two pr-oceed-
ingsarefoundeduponsection5283of theRevisedStatutesof theUnited


