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PATENTS FOR INV&NTIONS-CONVEYANCE-RECONVEYANCE.
Letterspatentconveyedby a patenteewith conditionof reconveyanceupon

8 certainemergency;that emergencyhavingarisen,the court decreesthe ex-
cutionof the reconveyance.

In Equity.
Charles E. Perkins, for plaintiffs.
Frank L. Hungerford, for defendants.
SHIPMA.N, J. In the early part of January,1881,Sanford S. Burr

owned two letters patent,No. 230,105 and reissueNo. 9,393, each
for folding bedsteads,the exclusive use of which he had given to A.
H. Andrews & Go., of Chicago,until February14, 1881. The de-
fend"ant,William 1. Fielding, as the presidentand managerof the
National Wire MattressCompanyof New Britain, hadalso beensell-
ing to saidfirm patentedwire nettingsto be usedupon the Burr bed-
steads. Burr becameanxiouslest Andrews& Cd., at the expiration
of their license,should refuse to renewit, or should compel him to
yield to an unfavorablecontract. Fielding was also suspiciousthat
Andrews& Co. intendedto discontinuethe useof his nettings, and
hearing of Burr's anxiety, telegraphedto him, about January17,
1881,to cometo New Britain at his (Fielding's)expense,andto make
no arrangementswith Andrews& Co. Burr immediatelywent from
Chicagoto New Britain, and, upon Fielding'srepresentationsthat a
union of the two interestswould be for the advantageof each,and
that he desiredto assistBurr, assignedto Fielding the said two bed.
steadpatents,exceptfor a specifiedportion of the United States,and
receivedfrom him the following agreement:

"Whereas,Sanford S. Burr has this day conveyedto me certain letters
patent,with the expectationthat I shall grant licensesunderthe sameas I
shall deembest,the licensefee not to be less thanfive per cent.of the gross
salesof the articles patented. Now, I agree,in considerationof onedollar
received,to reconveysaidpatentsto saidBurr within ninety daysfrom date;
subject,however,to any licenseswhich I maymeanwhilegrant,andI agree
to assignto saidBurr, at the time of suchreconveyance,all royaltiesaccrued
pr to accrueundersuchlicenses."

Fielding then went to Chicago,and, representingthat he wasthe
owner of the Burr patents,madea verbal agreementwith Andrews
& Co. for a licensefor the useof the patentsand for the purchaseof
his nettings. They sent to him a written agreement,in accordance
with their understandingof the parol contract,but he refusedto sign
it uponthe groundthatit wasinaccuratelydrawn. The point in disá
pute was that he desiredan agreementthat they would purchasehis
wire nettingsduring the life of the Burr patents,while they refused
to specify the time during which they would so purchase. Neither
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would yield, and Burr's interests were in jeopardy until he settled the
controversy by making some concessions to Andrews & Co. in regard
to the use of another of his patents, and by coming to New Britain
and agreeing with Fielding, by a written agreement, subsequently
signed and dated February 14, 1881, that so long as Andrews & Co.
should use his nettings in the Burr beds and should pay to him the
agreed royalty on the Burr patents, Burr should receive from Field-
ing all the royalties upon the sales of beds which were sold over $28
each at retail, according to the Andrews price-list, and Fielding should
have and retain one-half of all the royalties on beds which were sold
at retail at less than $28; and if Andrews & Co. should cease to use
said nettings, then Fielding was to pay Burr only one.half of all the
royalties received upon the sale of all the beds. The contract con-
tained also the following provision:
"Said parties also agree that said Fielding shall be and is released from the

obligations to reconvey said patents to said Burr contained in a former agree-
ment, and it is now agreed between said parties that said Fielding shall con-
tinue to hold the title to both said patents; but if said Andrews & Co. shall
terminate the agreement hereinbefore referred to, as provided therein, and
shall reconvey the exclusive interest to said Fielding, said Fielding will there-
upon reconvey said patents to said Burr, or will pay to Burr for the salUe the
sum mentioned in a memorandum of even date, which said sum said Burr
agrees to take in full payment therefor."
The sum mentioned in the memorandum was $g,500. Thereupon

Fielding agreed to sign and did sign the contract which had been
sent to him by Andrews & Co., also dated February 14,1881, by which
he granteil them the exclusive right of using said Burr patents for
the whole of the territory of which he had control, and they agreed
to pay him 5 per cent. of the net receipts from the sales of the fold-
ing beds which contained any of the improvements covered by either
of said patents. No time was specified during which this license
was to be enjoyed. The contract also provided that Fielding would
furnish Andrews & Co. wire netting for the Burr beds at 93 cents
less than the price theretofore charged, and that, as long as they used
such nettings in such bedsteads, they would use no other style with-
out his consent, in beds which were sold at $28 each. The contract
also contained the following provision:
"(6) If said Andrews & Co. at any time refuse to pay the royalty herein

provided, or sh'all cease making beds containing- any of the improvements
patented in and by said patents for a continuous period of three months, ex-
cept on account of inevitable accident, then this license shall be null and void,
and said A. H. Andrews & Co. shall immediately reconvey to said Fielding
all the interest and rights herein conveyed to said A. H. Andrews & Co."
';he reason of Fielding's unwillingness to reconvey the patents to

Burr was the fear that, being a man easily yielding to the persua-
sions of others, he would sell the patents to Andrews &Co.
In July, 1881, Andrews & Co. were first informed of the existence

of the Burr contract, and of his interest in or real ownership of the
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patents. They, thereupon,on July 15, 1881, purchasedfrom him,
fot $2,500,all his interest in the patents,and all his rights under
saidcontract,he agreeingthat if Fieldingelectedto buy the patents,
as providedin the contract,he (Burr) would pay to them the money
or property receivedfrom Fielding. Andrews & Co., on the same
day, notified Fielding, thattheyhaddiscontinuedmakingbedsunder
said patents,and that they should no longer pay royalties, and re-
conveyedto him all the interestand rightswhich he hadconveyedto
them,anddid discontinuefor threemonthsmakingthe bedsdescribed
in said patents. Burr forthwith requestedFielding to reconveythe
patentsto him, or to payhim $2,500,and,neitherhaving beendone, ¥
demandedof him, on September9, 1881,a reconveyanceof the pat-
ents. This demandhasnot beencompliedwith, and no paymenthas
beenmade. On July 27, 1881,Andrews & Co. notified Fielding that
theyshouldnot thereafterusehis springsor nettingsin their folding
beds,but shouldusea wovenwire fabric. On August 2, 1881,Field-
ing returnedto Andrews& Co. their deedor conveyanceof July 15th,
and denied their right to terminatethe licenseof February14th at
thattime, or atanytime,exceptby hisconsent. Fieldinghasbrought
an action at law,which is now pendingin this court,againstAndrews
& Co. to recover the royaltiesclaimed by him to be due under said
contractof February14th. All the royaltieswhich had accruedup
to July 15, 1881,havebeenpaid. This bill in equity praysfora re-
conveyanceby Fielding to Burr, or to Andrews& Co.,of all Fielding's
interestin said patents,and that he be enjoinedfrom claiming any
rights thereunder,and from prosecutingsaid action at law. The
plaintiffs all residein and are citizensof the stateof Illinois; the de-
fendant rAsides in and is a citizen of the stateof Connecticut,and
the partieswere suchcitizens,respectively,at the commencementof
the suit.

The decision doesnot turn merelyupon the questionwhether,by
the termsof the contractbetweenAndrews& Co. and Fielding, they
had the right to terminatethe licenseby their act alone,or whether
the licensewasvoidableat the option of Fielding,but upon the effect
of the clausein the contractbetweenBurr and Fielding in regardto
his obligation in caseAndrews& Co. did reconvey. If the language
of the sixth paragraphof the contract of license stood alone,unex-
plained by any cotemporaneousagreement,it would be very doubt-
ful whetherthe partiesmeant that the licensecould be endedat the
option of the licensees. The constructionwhich is given to this lan-
guagein leaseswould probably prevail, viz., that, after defanlt by
the licensee,the contract should be voidableat the option of the li-
censor. In this case the agreementof even date with the license
which was enteredinto betweenFielding and Burr, and in conse-
quenceof which the licensewas executedby Fielding,andwhich was
founded upon and refers to the license,saysthat if Andrews& Co.
shall terminatethe license"as provided therein, and shall reconvey
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thie exclusive interest.to said Fielding, said Fielding will thereupon
reconveysaidpatentsto said Burr, or will pay to Burr for the /:lame"
$2,500. This proV'ision shows that these two parties thought that
Andrews& Co. could terminatethe license,and if they did so termi-
nate,andif they reconveyedto Fielding, then bis trust relationto the
patentswould cease,and he must eitherreconveyto Burr or obtain
the absolutetitle by a paymentof $2,S.OO. After receivinga recon-
veyance,provided such reconveyancewas without fraudulent collu-
sion on his part with Andrews& Co., his duty was to convey to his
cestuique trust or to buy the patents.

It is not necessaryfor me to decidewhat Andrews& Co. had the
power to do underthe licensealone. The agreementbetweenBurr
andFielding was that when Andrews& Co. did all in their power to
endthe contract,andreconveyedto Pielding, he would no longerre-
tain the patents,but would reconveyto Burr, and let him manage
them as he chose,or would purchasethem himself for $2,500. In
Fielding'scontracthe provided that as long as Andrews& Co. paid
royaltieshe wasto havea partof them. Whenpaymentwasstopped,
and the incomeceased,then Burr wasto have his patents,or Pield-
ing would buy them. The conditionof thingswhich was providedfor
in this agreementhastakenplace. Andrews& Co. havetried to ter-
minate,and havereconveyed,but Fielding hasdonenothing.

Let a decreebe entereddirecting Fielding to convey to Burr the
two patents, No. 230,105 and reissue No. 9,393, and restraining
Fielding from prosecutinganyaction for royaltieswhich accruedafter
the expu-ationof threemonthsfrom and after July 15, 1881.

WORSWICK MANuF'a Co. and anotherv. CITY OF BUFFALO andothers.

(Circuit Court, N. D. New York. �~�i�a�y 8, 1884.

PATENT INFRINGEMENT-BuRDEN OF PROOF.
Whenin a patent-infringementcausethedefensereliedon is that the plaIn-

tiff was not theoriginal inventor, the burdenof proof is on the defendantto
satisfy thecourt on that point beyonda reasonabledoubt

In Equity.
M. D. Le,qgettandJohn Orowell, for complainants.
Giles E. Stilwell, for defendants.
COXE, J. The complainantsare the ownersof letters patent,No.

171,190,grantedDecember14, 1875, to EdwardO. Sullivan for im-
provementsin harnessfor fire-engines. The patentrelatesnot only
to the constructionof the harnessbut also to the mannerof suspend-
ing it abovethe horse. The object of the invention is to enablethe
horsesto be kept unharnesseduntil the momentof the alarm, and


