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LOOKWOOD v. CLEVELAND and others.

(Oircuit Oourt, D. New Je-raey. March 25, 1884.)

ltEOPENING A FINAL DECREE.
Efforts to reopen a final decree should be discouraged, no matter how meri.

torious the grounds. The party has his remedy by offering a fresh grievance,
and upon suit therefor introducing the new defense.

On motion for Rehearing. See 18 FED. REP. 37.
Bedle,Muirheid rt McGee,for the motion.
Browne(t Witter, contára..
NIXON, J. This is a motion to allow one of the defendants to open

a decree entered in the above case, to amend the answer, and to take
new proofs. The original bill was filed under the provisions of section
4918 of the Revised Statutes. The only question involved was the one
of priority of invention between two patentees. An interference had
been declared in the patent-office, and after many conflicting opinions,
in the progress of the case, an ultimate decision had been reached ad-
verse to Lockwood and in favor of Horton. Not satisfied with the re-
sult, the complainant came into this court, praying for a decree declar-
ing the Horton patent void. The defendants answered, denying priority
of invention in Lockwood, and claiming it for Horton; and, under the
peculiar provisions of that section, asking for a decree that complain-
ant's patent be declared void. There was, however, no suggestion
that it was void for any other reason except that the patented inven-
tion had been anticipated by Horton. Upon this issue and the proofs,
the court held that while both were original inventions, Lockwood was
the first, and that, as between them, his patent should stand and the
deferidants' should be vacated. One of the defendants now files a
petition for a rehearing. He practically admits that the decree, as
far as it goes, is correct; for he alleges in his petition that he has now
discovered that the invention claimed in the two interfering patents
has been known and in public use for fifteen years. He complains
that the decree does not go far enough. He wants to add something
to it, to-wit, that complainant's patent is also void,-not, as was
claimed in the answer, because it was anticipated by the invention of
Horton, but for want of novelty generally. In order to introduce such
a defense, he asks leave to amend by including such an allegation in
the answer.
The learned counsel of the complainant, at the hearing, happily

characterized the proceeding as a change of base by defendants
after defeat. We do not say that circumf?tancesmay not arise which
would justify the court in opening a final decree, allowing new de-
fenses to be added, new proofs to be taken, and another hearing to
be had. But such a course is unusual, and, if easily obtained, it
'Vonld render a final decree in equity of little practical value. Courts
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do not look upon applicationsof the kind with favor. Mr. Justice
McLEAN, in Waldon v. Bodley,14 Pet.160, alluding to the subjectof
amendments,said

"Thereare cases(in chancery)where amendmentsare permittedat any
stageof theprogressof a case,aswherean essentialpartyhasbeenomitted;
but amendmentswhich changethecharacterof the bill or answer,so as to
make substantiallya newcase,should rarely, if ever,beadmittedafter the
causehasbeensetdownfor hearing,muchlessafter it hasbeenheard."

And, it may be added,still more rarely after the causehas been
decided.

But this is not the most serioushindranceto grantingthe request
of the defendant. We ara satisfiedthat the defenl:lewhich hewishes
to introduceis not allowable. Thesolequestionthatcan be litigated
undersection4918 is the qnestionof priority betweenthe two inter.
fering patents. In the patentact, as it now stands,we find no auá
thority given to the courts, to set asideor annul a patent for mere
want of novelty. By tho sixth section of the act of February21,
1793, (1 St. 322,) where the defensesto a suit for violation are
enumerated,it is provided that whereany of the defensesareestabá
lished, the court shall declarethe patent void. But this provision
was droppedin section15 of the act of July 4,1836,(5 St. 123,) and
hasneversincebeenre-enacted.

In thecaseof Mowry v. Whitney, 14 Wall. 434, the questionof the
authorityof individualsandof judicial tribunalsto setasideor declare
void a patent,was raised, fully discussed,and decided. Whitney,
holding a patent for an improvementin annealingand cooling cast-
iron Wheels,broughtsuit againstMowry for aninfringement. Pend-
ing the �p�!�'�~�c�e�e�d�i�n�g�s�, he appliedto the commissionerof patentsfor a
seven-yearsextension,and in so doingfurnisheda statementin writ-
ing, underoath, of theascertainedvalue of the invention, and of the
expendituresand receiptsaccruingto him by its use. The extension
was granted. Mowry was declaredan infringer, and a reference
was orderedto ascertainthe profits and damages. Conceiving that
the profits provedwere much larger thanWhitney had sworn them
to be in the statementhe exhibited before the commissionerwhen
seekinghis extension,Mowry filed a bill in the circuit COllrt of the
United Statesfor the Easterndistrict of Pennsylvaniato have the
extensionset asideon the groundof fraud. A demurrerwas filed,
andoneof the groundsof demurrerwas that complainantcould not,
in his own right, sustainsucha suit. The court said that theywere
of theopinion that noonebut the government,eitherin its own name
or in the nameof its appropriateofficer; or by someform of proceed.
ings which gaveofficial assuranceor the sanctionof the proper au-
thority, could institute judicial proceedingsfor the purposeof vacat-
inO' or rescindingthe patentwhich the governmenthad issuedto an
individual, except in the casesprovided in section 16 of the act of
July 4, 1836, (sections4915 and 4918, Rev. St.,) and that a suit by
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individuals is limited by saidsectionsto personsclaiming underin-
terfering patents,or one whose claim to a patenthas been rejected
becausehis invention was coveredby a patentalreadyissued.

If congressintendedin thesesectionsto allow generaldefensesto
be set up, outsideof the nakedquestionof priority of conflicting pat-
ents,we do not seewhy the provisionwasincorporatedthat the judg-
mentor adjudicationshouldnot affect the right of anypersonexcept
the parties to the suit, and thosederiving title under them, subject
to the renditionof the judgment. The only opinion we have found
which seemsto throw any doubt upon sucha limitation of thescope
of the sectionsis in thecaseof Fosterv. Lindsay,3 DilL 126,in which
the learnedjudgeholdsthat underproper pleadingsthe courts have
authority to declareboth patentsvoid. The casewascited by us in
Lockwoodv. Cleveland,6 FED. REP. 726, not to approveof that prop-
osition,but to uphold the doctrinewhichwassoughtto beestablished
in the opinion, that in proceedingsin a contestbetweenthe owners
of interferingpatents,undersection4918, courtshadpower,without
a cross-bill, to grantaffirmative relief to defendantwhen prayed for
in the answer. There is nothing in the decreeasenteredto hinder
the petitionerfrom usingthe inventionclaimedin the Lockwoodpat-
entsin the prosecutionof the businessof the company. If he does
so, and is suedfor infringement,he can raise the defensewhich he
is endeavoringto incorporateinto this case. Believingthat to behis
propercourseand remedy,we must declineto reopenthe case.

But, irrespectiveof the foregoingconsiderations,andafter reading
the affidavits of the petitioner,we arefurther of the opinion that the
petitioneris obnoxiousto the chargeof laches; or, at least,that he
statesnothing to relieve himself from the charge. He allegesin his
petitionthat the newfactswhich hewishesto introduceinto the proofs
are the public useof the invention,and thatanticipationof complain-
ant's patent,and that the invention was well known and publicly
used in the trademore than 15 yearsago. The evidence,therefore,
waseasilyaccessible,and the only reasonsuggestedwhy it wasnot
obtainedwasthe fact that he did not understandits materiality.

The motion must be refused.
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WOOSTER v. GUMBIRNNER.

(Oircuit Court, 8. n. New Y/wk. May 5, 1884.)
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EqUITY PRACTICE-MASTER TO PASS ON QUESTIONS OF E.vmENClil.
Under the seventy-seventh rule of equity the admission and rejection of ev-

idence, according as it may be proper or otherwise, rests enti:'ely within the
sound discretion of the master.

In Equity.
A. Comstock, for complamant.
Jas. S. O'Callaghan, for defendant.
WHEELER, J. The question in this case, certified by the master.

as to whether the orator shall be allowed, in rebuttal, to introduce
evidence that is not strictly rebutting to the defendant's evidence, but
tends to prove the orator's case, as made in his opening, more fully
and specifically than his opening evidence did, must, in the first in-
stance, at least, rest in the sound discretion of the master. The
seventy-seventh rule in equity prlwideB that he shall regulate all the
proceedings, and shall have full authority "to direct the mode in
which the matters requiring evidence shall be proved before him. to
These provisions must include the order of putting in evidence that
would, at any stage of the proceedings, be lawful and competent, and
which would uot deprive either party of any substantial legal right.
The question is remitted to the master.

CoOK and other:3, Ex'rs, v. SHERMAN. Assignee, and others. (Two
Cases.)

(Circuit Court, D. Iowa, 0, D. :May, 1882.)

1. CoRPORATION - OFFICERS AND DIRECTORS ACQUIRING ADVERSE INTEREST-
CONTRACT-SPECIFIC PERFORMANCE.
Where the officers and directors of a railroad company enter into a �c�o�n�t�r�a�c�~

to purchase lands and to locate the line of their projecteu. road and its depots
and stations on or near the lands so purchased, such a contract is contrary to
public policy, and one which will not be enforced or made the !:'asts of any
relief in a court of equity.

2. SAKE-DUTY OF DIRECTORS.
Directors of a railroad corporation are quasi publir. officers; they occupy 8

position of trust and act in a fiduciary capacity; they represcnt the stockhold-
ers, and cannot acquire any interests adverse to them.

3. SAME-ILLEGAL CONTRACT-RIGHTS OF PARTIES.
Where several persons enter into an illegal contract for their own benefit,

and the illegal transaction has heen consummated, and the proccl'ds of the en-
terprise have been actually received and carried to ,the crerlit of one of surh
parties, so that he can maintain an action thcrefor witllOut requiring the aid

'- of the illegal transaction to establish his casc, �h�~ may ue cnCl!d (;) leEcL


