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1. PATENT LAW-OLD DEVICE-COMPLAINT FOUNDED THEREON NOT GOOD,
Thc applicationof an old deviceto anotheranalogoususeis not apatenta-

ble subject,anda bill of complaintfoundedthereonis not maintainableunder
the principlesof the patentlaws, and mustbe dismissed.

2. SAME-" PROCESS"-REQUISITES-INFIlINGEMENT.
A valid patentfor a processmustbe limited to the preciseor certainlysUb-

stantialdescriptionwhich hasbeengiven in the specifications,andin orderto
constituteaninfringementof that processa personmust be shownto havefol-
lowed substantiallythe sameprocess-thesamemodeof reachingthe result-
asis describedin thespecifications.

3. SAME-AsSUMPTION OF LAW-ONUS PUOBANDI-CHANGE OF ONUS.
The law makesthe assnmptionthat the patenteeis prima facte an inventor,

but whenwe cometo the questionof infringement the onU8 is changed:it is
incumbenton the plaintiff, as patentee,or his representativeor assignee,to
prove clearlyand satisfactorilythat there hasbeenan infrmgement.

In Equity.
Hatch If Aldis, for plaintiff.
Frank A. Johnson,for defendant.
�D�R�U�l�\�I�M�O�~�D�, J. I shall decide both of thesecasesin favor of the

defendant. I cannotnow give an opinionat anyconsiderablelength
in eithercase,but I will statemy conclusions,and will speakof the
secondcasemore ful1y.

The firflt case(court, No. 17,105) is foundedon a patentissuedto
the plaintiff, datedJanuary18,1876,which he calls "an attachment
for rawhide fulling machine." He statesthat the object of his in-
vention is to provide an improvementin a rawhide fulling machine,
for whichletterspatenthavebeenalreadygrantedto him; andthe im-
provementconsistsin what he(JaIlsanautomaticdeviceby which heis
enabledto run the machinein one direction for a certain time, and
thenreverseit, the processcontinuingautomaticallyuntil the leaáther
is finished. It seemsto me that the evidenceshowsthat this im-
provementwas nothingmore thanthe applicationto rawhidefulling
machinesof anold andwell-knowndeviceusedin washing-machines;
and the testimonyof oneof the witnessesclearlyestablishesthat the
plaintiff obtainedhis idea from an examinationand descriptionof
the samedeviceused in a washing-machine,and, under the sugges-
tion and with the assistanceof the witness,applied it to the fulling-
machine. It thereforecomeswithin the rule which hasbeenso long
settled,that the application of an old device to anotheranalogous
use is not a patentablesubject,and thereforeI think the bill is not
maintainableunder this principle of the patent law, and must be
dismissed. .

The other casebetweenthe sameparties, (court, No. 17,106,) I
mustadmit,is one attendedwith somedifficulty. That is on a patent
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issued to the plaintiff, April 21, 1814, for what he calls "an improve-
ment in the trMtment of rawhide, especially for the use of belts and
laces." He refers, in the first place, in his specifications, to the re-
moval of the hair by means of sweating, which is an old process known
to every tanner. l'he hide is dried perfectly hard; how, he does not
state. It is then inserted in water for 10 or 15 minutes,-long enough
to lose its extreme stiffness. Afterwards, the fulling process com-
mences. This may be done in a machine patented by him. It seems
clear that he does not claim any particular mode of fulling. Then, he
says "the hide before it is passed into the machine is stuffed with a
mixture of twentY'parts tallow, two parts wood tar, and one part resin,"
which seems to be the most important pB.rt of the process. I do not
think that the proof shows, in this case, that the application of these
substances to a hide was new. It is claimed, on the part of the plain-
tiff, that Louis Boyer, his brother, never applied tar to the hides. I
am not so clear about that. I would be inclined to say that the
weight of the evidence is that he did; but, however that may be, it
is certain, I think, that the tar had been applied to hides before the
application was made by the plaintiff. He further states in the speci-
fications that the hide is moistened with water four or five times dur-
ing the day, and describes the manner in which it is done, which may
be termed only the ordinary way of curing or of manufacturing the
particular article which is the subject of the patent in this case. He
avoids the use of lime, acid, or alkali. He then says: "I am aware
that hides and skins have been prepared by a fulling or bending op-
eration to render them pliable, but this mode alone does not answer
for the preparation of machine belts and laces. It is necessary to
make use of a preparation, substantially such as before described, to
render rawhides fit for use, and durable." Then he describes the
effect of the application of the tallow, wood tar, and resin, and what
he claims is "the treatment of the prepared rawhide in the manner
and for the purpose set forth." Now, if this is a valid patent for a
process, it must be limited to the precise, or, certainly, substantial,
description which has been given in the specifications; and, in order
to constitute an infringement of that process, a person must be
shown to have followed substantially the same process, the same
mode of reaching the result, as is described in the specifications.
I am not entirely satisfied from the proof that the plaintiff was the

first inventor of the process which he claims in his patent. It is ad--
mitted by the plaintiff's counsel that his brother, Louis Boyer, was
engaged for a long time in a process which was substantially similar
to that for which the patent was granted to the plaintiff in this case ;
but it is insisted that he did not reach what may be termed a com-
plete and perfect invention; that it resulted in a mere experiment,
and therefore it did not deprive the plaintiff of hiB right, or prevent
the patent from taking effect. It is not always easy to determine
where experiment ends, and when a complete, perfected invention
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begins,or may be said to exist. In this case,while it is true that
Louis Royerdid not continuethe work upon his process,and it was
to someextentabandoned,it is very questionablewhetherhe had not
before that completedthe invention,and whether he abandonedit
beca.usehe had not completedit. I have great doubts whether it
may not be said, ul1dertheevidence,that he had substantiallycomá
pleted the invention which the plaintiff claims in his patent,and
whetherhe did not abandonthe work from someothercause. There
are manycircumstanceswhich may prevent a man from �~�o�i�n�g on
andmakinga discovery,which he hasmade,availableor profitable,
and I am inclined to think that maybe true in this case. I canonly
say, in relation to it, I havegreatdoubt upon that point. I am not
satisfiedto the extentthat I think a chancellorought to be, to reach
a decreein sucha case.

In my opinion, the plaintiff is not within that provision of the law
which declaresthat a patentis not valid providedthe thing patented
hasbeenin publicuseor onsalefor a particulartime. Section4920.
I do not feel inclined to declarethe patentinvalid on that account,
underthe peculiarcircumstancesof this case. Greatlatitudeshould
beallowed to a personin completingtheinvention for which heseeks
protection under the law, and although it may be said it is not as
clear as it might be, I think the plaintiff in this caseshould not,
on that account,be deprivedof his right under thepatentlaw; but I
think the plaintiff hasnot madeout in this casewhat may be called
a clear infringment of the invention coveredby his patent. Indeed,
it may besaid that it is difficult to declarewhat arethe preciselimits
of the invention which is claimed in the specificationsin this case.

I do not think it is satisfactorilyshown by the evidencethat the
defendanthas usedsubstantiallythe sameprocessas thatdescribed
in the specificationsof the plaintiff's patent. It seemsto me there
is so greata variancebetweenthe modeof manufacturingthe article
which the defendantmakesand sells, as to takeit out of the purview
of what may be called that which constitutesthe infringement of a
patent. For instance,the defendantin all casesappliessomething
different from that which the plaintiff describesin his specifications;
andwhile what is doneby the defendantremovesto a greateror less
extentthosesubstancesfrom thehide,asalum and salt, still it is imá
perfectlydone,-howfar accomplishedtheproofdoesnot clearlyshow,
-and perhapsthere is someconflict in the evidenceon that point.
But the only position which could then be taken by the plaintiff is,
nevertheless,that the defendantsubstantiallyobservesand follows
the processof the plaintiff. Eventhen I hardly think the conclusion
necessarilyfollows.

It is said that the great invention hereon the part of the plaintiff
is a processby which raw hide reachesa certainresult,and that the
processof the defendantis what maybe calleda "tawing" process,-
tanning,-andit is different from the plaintiff's in that respectonly,
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Supposethat to be so, unlessit can be allegedand proved,inelimiá
natingthedifferencebetweentheoperationof the defendantand that
of the plaintiff, the substantialinvention of the plaintiff remains,
then the defendantwould not be liable.

r have alreadysaid that this case is not free from difficulty. r
have proceededon the assumptionwhich the law makes,that the
plaintiff, prima facie, is an inventor, and with that assumption,in
connectionwith the evidence,it is doubtful whetherhe is the inventoi'
which he claims to be. Then, when we come to the question of
infringement,the onus is changed:it is incumbenton the plaintiff to
prove clearly and satisfactorilythat therehasbeenan infringement.
It is an affirmative fact which it is incumbenton the plaintiff to
prove, and I do not think that has been done in this case. It is
often.very difficult, when we take the state of the art into account.
wheretherehasbeensomelittle thing donewhich has producedim-
portant consequences,to say where the preciseline of demarkation
is betweenwhat is old and what is new. That is one,of the diffi-
culties in this case. The line betweenwhat is old and what is new
hasnot beenso distinctly andclearly markedout by the plaintiff as
it ought to have been,and that is very important where the change
is what may be calleda-slightone. Wheresomenew andimportant
principle hasbeendiscovered,which strikesthe mind of everyoneas
somethingof great vallie, there is no difficulty. Difficulty arises
only where the changemadeby the inventor is inconsiderable. It
cannot be questionedthat the plaintiff in this case has bestowed
much labor in completing the operationsfor which he claims a pat-
ent. He hada seriousstrugglein obtaininghis patent. He did not
seemto know certainlywhathe haddiscovered;what was,in fact, the
invention'for which he claimeda patent. It was only after repeated
applications and amendmentsand changes that the patent was
granted.

Bill dismissed.

AVERY and anotherv. WILSON.

(Oircuit Oourt, W. D. North Oarolina. June Term,1884.)

1. PATENTS FOR INVENTIONS-REMEDIES-CONCURRENCEOF EQUITY AND LAW.
In casesof patentinfringement the statutesof the United Stateshaveconá

ferred original and concurrent jurisdiction upon courts of equity, and they
may determine,without the assistanceof courtsof law, the legal rIghts of the
plaintiff lind the infringementof the defendant,andmayascertaintheamount
of lossanddamageby taking an accountof the defendant'sprofits, and atIonl
a completeremedyfor the wrong committed,and prevent its continuanceby
injunction.

2. SAllIE-LUNACY OF INFRJ:l'IGER-ACCOUNT-INJUNCTION-COSTS.
Thedefendanthavingadmittedthe infringement,but pleadedthe fact of his

lunacyat thetime of thecommissionof it, thecourtdecreesa perpetualinjuuc-


