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port show that section13 was referred to or consideredt and I think
that I am boundto recognizeU. S. v. Ulrici as the betterauthority.

The motion is overruled.

SeeU. s. v. Fw" Vliet. aute, 35, l'evertiillg U. S.v. Van Vliet, 211 FED. REP.641.

McKAY t Trustee,v. MACE and others.!

(Oircuit Oourt, E. D. Pennsylvania. October20.

lJlCENSE OF PATEKT-CONSTRUCTION OF TERMS-IMPLIED MEANING-JURISDIC-
TION OF Cmcurr COURT-BILL DISCOVEHY AND ACCOUNT-CITIZENSHIP.

A licensegrantedthe use of a certain shoe-sewingmachine,embodyinga
patentwhich wasspectfiedby its number,date,andthe nameof the patentee;
.. saidmachineryalsoembodyingotherpatentswhich the saidpartyof thefirst
pal't now has,or mayhereafterobtain,applicableto the saidmachine,or either
of them." The licensethengavethe useof the above-mentionedpatent,and
alsootherpatentsgrantedto Lyman H. Blake, August14, 1860,"for the term
of the existenceof the saidpatents,or any of them,andof all renewals01' ex-
tensionsof the same, 'I\' 'I\' '" and also all patentswhich the said parlyof
the first part now has,or may hereafterobtain, whetheras origiual patentee
or hy assignmentor license,applicableto said machine,andall extensionsand
renewalsof the same." The licensealso provided., that this leaseand license
shall continue(provided the lesseecomply with the terms thereof)ulltil the
expirationof all the letterspatentwhich the lesseesare hereby licensedto use,
or anyextensionsor renewalsof the same." The Blake patentsof 1860ex-
pired August14, 1881, but the machine,at the execution of the license,em-
bodied other patentsnot specifically designatedin it, which did not expire
until September6,1887. lIeld, that the licensedid not expireonáAugust14,
1881,the dateof the expirationof the Blake patentsof 1860, but continuedin
force until September6, 1887, the date of the expiration of the term of the
youngestpateutembodiedin the leasedmachine. A bill praying discovcry
andaccountfor refusal to pay royaltiesunder sucha licenseis sustainablein
the circuit court whenthe partiesarecitizensof differentstates.

In Equity. Bill for discovery,andanaccountbroughtby plaintiff,
GordonMcKay, as ownerandlicensorof certainpatentsagainstthe
defend.antsCharlesMace andothers,as licensees.

By the license,datedApril 29, 1872,the plaintiff leasedto the de-
fendants-
"'rhe McKay sewing-machineNo. 1278 for uniting the solesof boots and
shoesto their vamps or uppers.constructedaccordingto the specifications,
andembodyingthe inventioneontainedandsetforth in letterspatentof the
United States,grantedto Lyman R. Blake on the sixth day of July, 1858,
channelingmachine No. 822, and bobbin winder No. 176; said machinery
also embodyingother patentswhich the saidparty of thefirst part now has
or mayhereaj'lerobtain,applicableto the said machine,or eitherof them.

"And the saidpartyof the first part doth also herebylicensethe saidparty
of the secondpartto usethesaidpatentabovementioned,grantedto Lyman
R. Blake onthesixth dayof July, 1858,andalsothepatentsgrantedto thesaid
LymanR. Blake on the fourteenthday of August,A. D. 1860,on theprocess
of makinga boot or shoe,andon the article so madefor the term of the e::eá
istenceofsaidpatents,or any of them,andofall renew(llsandextensionsof

1Reportedby Albert B. Guilbert, Esq.,of thePhila .elpbia



.'KAY V. MACE. 71

the same,saidpatentshavingbeenassignedby saidLyman R. Blaketo said
Gordon McKay, trustee;and also all patentswhich the said party of the
first part now has or mayhereafterobtain, whetheras original patentee,or
by assignmentor license,applicableto said machine,andall extensionsand
renewalsof the same."

It was further provided-
"That this leaseand licenseshall continue(providedthe lesseescomplywith
the termsandconditionsthereof)until the expiTationofall the letterspatent
which the lesseesare herebylicensedto use, or any extensionor renewalsof
the same;and upon the expiration thereof, the lesseesshall deliver to the
lessor,his successors,legal representatives,or assigns,the machineshereby
leasedin good order, natural wear and tear alone excepted;and the said
lesseesshall thereupon,if they havekept all the conditionsof this leaseand
license,havethe right to purchasesaid machinesfor the sumof onedollar."

The licenseesagreedto pay as rent for the machines,and for the
licenseto usethe patents,the sum of 10 centsfor everypair of shoes
madeon the machines,or insteadthereof, to purchaseand apply to
everypairof shoesthusmadea licensestamp,accordingto the schedá
ule annexedto the license. Theyalso covenantedto keepa dailyac-
count of all bootsand shoessewedon the machines,and to send a
copyof the accountto the licensoron the first of every month. The
defendantsacceptedthis license,and continuouslyfrom its date en-
joyed the use of the licensedmachines; butafter August 14,1881,
they refused to render any acconnt or to pay license fees. They
claimedthat asAugust14, 1881,wasthe dateof theexpirationof the
Blake patentsof 1860,which were specifically designatedin the li-
cense,it followed thatthe licenseexpiredon thatdate. On the other
hand, it was contendedby the plaintiff that the machineryembodied
other patents,not designatedby name in the license,but included
underthegenerallanguageof the licensingclause,thetermsof which
had not yet expired,and that the licenseremainedin force until the
expirationof the youngestof these. The patentsnot mentionedin
the license, but claimed to be included under the licensing clause,
were the McKay and Mathiespatentof August 12, 1862, the McKay
and Blake improvementof December13, 1864,and the Blake patent
of September6, 1870. The nameof eachof thesepatentswas con-
spicuouslystampedon the machineused by the defendants. The
defendantsalso set up the defensethat in this casethere could be
no equitablejurisdiction.

Elias Merwin, (Francis Rawleand WalterGeorgeSmithwith him,)
for plaintiff.

Francis T. Chambersand Furman Sheppard,(GeorgeHarding with
them,) for defendants.

Before MeKENNAN and BUTLER, JJ
MeKENNAN, J. Theright of the complainantto the relief which he

praysdependsupon the ascertainmentof the dateat which a license
grantedby him to the respondentexpires. The constructionof this
licenseis notunattendedwith difficulty, growingout of the inaccuracy



of some6fits phraseology,and the collocationof the phrasedefining
its duratio'n,but with the assistanceof an argumentof uncommon
vigor andclearnesson bothsides,we havereacheda conclusionwhich,
in our judgment,effectuatestheintentionof the parties,anda just so-
lution of the controversy. The licenseis datedApril 29, 1872. By
its first clausethecomplainant"leased"to the respondents"the Mc-
Kay sewingmachineNo. 1,278, ¥ ¥ ¥ constructedaccordingto
the specifications,and embodyingthe invention containedand set
.forth in letters patent of the United States,grantedto Lyman R.
Blake on the sixth day of July, 1858, channelingmachineNo. 822
andbobbinwinderNo. 176; saidmachineryalsoembodyingotherpat-
entswhich the saidparty of the first part now hasor may hereafter
obtain applicableto thesaid machine,or eitherof them." By the
secondclause"the said partyof the first partdothalsoherebylicense
the saidparty of the secondpart to usethe said patent,abovemen-
tioned, grantedto Lyman R. Blake on the sixth day of July, 1858,
and also the patentsgrantedto thesaidLyman R. BlakeOn thefour-
teenth day of August, A. D. 1860, on the processof making a boot
or shoe,andon the article so made,for the term of the existenceof
said patents,or any of them, andof all renewalsand extensionsof
the same,saidpatentshavingbeenassignedby said Lyman H.. Blake
to said Gordon McKay, trustee; and also all patentswhich the said
partyof the first part now hasor may hereafterobtain, whetheras
original patentee,or by assignmentor license,applicableto said ma-
chine,andall extensionsand renewalsáof the same."

At the dateof the licenseotherpatentsthan theseindividuatedby
specificdesignationwere owned and controlled by the licensor,were
actually embodiedin the leasedmachine,and were essentialto its
profitable use.. Theywere the McKay and Mathiespatentof August
12, 1862,the McKay andBlake improvementpatentof Dec!lmber13.
1864, and the Blake patent of September6, 1870,for 17 years,and
.expiring September6,1887. Thesepatentswere within the general
.lescriptionof the licensing clause,and are thereforecomprehended
by its terms,asfully as if they had beenspecificallyidentified. The
Blakepatentsof 1860wereextendeduntil August14,1881,when they
finally expired. Sincethat datethe respondentshavecontinuedthe
useof the leasedmachinesandthe aboverecitedpatentswithout the
paymentof the royalties agreedupon, or renderingany accountof
them, accordingto therequirementsof the license,uponthe hypothe-
t:lis that it was then terminatedby its own limitation. Considering
the clausesof the licenseabovequotedby themselves,this contention
is not without at least plausiblewarrant. The right to use all the
á{latentsreferredto is conferredby the license,without restriction,but
the duratiouof suchuseis apparentlyreferredto "the termof theex-

of theBlakepatents,or anyof them. Thephrasewhich limits
the term of the licenseis connectedwith the descriptionof theBlake
patents,and is expresslyapplicableto them, and it is not, therefore,
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unreasonableto hold that the entire licenseis terminableby the e.x-
piration of thesepatents.

On the other hand,the considerationis not without greatweight
that tbe licensorcould not haveintendedto concedeto the licensees
the uncompensateduse of patents,which impartedto the leasedma-
chinestheir chief value,andhadmanyyearsto run after the lapseof'
two years,when the Blake patentsexpired,or evenafter the possible
extensionof them for sevenyears,for the meagerconsiderationof a.
moderateroyalty, payableonly during theseperiods. However this
may be,the partieshave,in a subsequentpart of thelicense,declared
theirownunderstandingof its terms,and thatis decisiveof its mean-
ing. In subdivision3, undertheeighthheadin thelicense,it is agreed
:'thatthisleaseandlicenseshall continue(providedthe lesseescom-
ply with the termsthereof)until the expirationof aU the letterspatent
which the lesseesare herebylicensedto use,or any extensionsas renew-
als of the same." This languageis unambiguous,and appliesto all
the patents,whetherspecificallyor generallydescribed,the right to
usewhich is authorizedby the license. In this categoryare several
patents,asbeforestated,which were embodiedin, or ingraftedupon,
the leasedmachine. The youngestof them, the Blake patent of
September6, 1870,continuesinforce.until September6, 1887,and
mustthereforebe takenas the measureof thedurationof the license.
.Of theremainingground of defenseit is sufficient to say that it is
unsustained. Nor is a more extendeddiscussionof the pleasto the
jurisdiction of the court required. The partiesare citizensof differ-
ent states;and the bill prays for a discoveryandaccount. These
are recognizedheadsof equity jurisdiction, and are cognizablein
this court, althoughthe groundworkof the relief soughtis a contract
touching the useof letterspatent,becauseadequaterelief cannotbe
obtainedin a court of law.

Theremust thereforebe a decreein favor of the complainantsfor
.discoveryand an account,asprayedfor; andcounselwill accol'dingly
prepareone.

UNION TUBING CO. and others v. PATTERSON Co. and others.

(Circu.it Court, S. D. New York. February9,1885.)

1. PATENTS-REISSUE.
Heissuedletters patent grantedto Enoch Osgood,Msignor, etc.,July 30,

1872,for an improvementin processfor renderingleather,etc., soft, flexible,
and impervious to gas,are for thesameinvention describedin the original,
grantedApril 16, 1878,andvalid. .

. SAME-INFRINGEMENT.
Such reissuedpatent.is not infringed by the compound of glycerihe,soap,

borax, andSUlphateof iron, asusedby defendantsin manufacturingtheir I{as


