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GORDON and others v. ST. PAUL HARVESTER WORKS and anothor.!

(Oircuit Oourt, D. Minnesota. March, 1885.)

1. EQUITY PRACTICE-tlEAlUNG ON DEMURRER AND PLEA-RULE-DAY.
Complainantsfiled their bill November10, 1884,andon January3, 1885,one

of thedefendantsfiled a demurrer,andthe otherdefendantfiled a pleato part
of the bill andan answerto the residue,the Decemberterm of court not hav-
ing adjourned. On January21stcomplainanthad the demurrerandpleaset
down for argumenton rule-day, and servedwritten notice on defendants.
Held, that thedemurrerandpleacould be disposedof on the rule-day.

2: BY INFRINGER FOR BENEFIT OF CRED-
ITORS-STATE INSOLVEN'r LAW-b{ULTIFAHlOUSNESS.

A bill averring the infringementof a patenthy a corporationand its as-
signeeundera stateinso!vent.law,and thatsuchassigneeis aboutto distribute
the assetsof the insolvent corporationamong its creditoril without regardto
the rightsof complainant,and praying for an injuuction, andfor a decreeto
accountfor and pay overall such gains and profits as haveaccruedor arisen
from thesaleanduseof complainant'spatent.is not multifarious.

3. SAME-JURISDICTION OF CIRCUIT COURT.
Sucha suit is properlybronghtin the UnitedStatescircuit court.

In Equity.
Geo. D. Emery, for complainants.
H. J. Horn, for defendants.
NELSON, J. The complainantsfiled their bill on November 10,

1884,againstthe St.PaulHarvesterWorks,a corporationdulyorgan-
ized underthe laws of the stateof Minnesota,and Lyman D. Hodge,
charging infringement of certain letters patent,and praying relief.
On January3, 1885,the corporationfiled a demurrerto the bill, and
the defendantHodge filed a plea to part and an answerto the resi-
due. On January21st the complainant'ssolicitor requestedthe
clerk to enteran ordersettingdown the demurrerand plea for argu-
ment on the rule-day, February2, 1885,and gave defendants'so-
licitor written notice that the plea and demurrerhad been setdown
for argument,andwould be broughton thereforat therule-day,to.wit,
February2d,at the openingof court on that day,or assoonascoun-
sel could be heard. At the time of the hearingthe solicitor of the
defendantsobjected,andurgedthatthe argumentcould not be heard
until the next June term of the court. This objection is not sus-
tained. The plain implication of the equity rules is that pIeItS and
demurrersmay be disposedof at rule-day; but thereis anotherrea-
son why the objection is not well taken. The Decemberterm had
not adjournedat the time thedemurrerandpleawasfiled, and at the
time the notice of argumentwas servedupon the defendant'ssolic-
itor the suitwas pendingin court on the docketunderequityrule 16,
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and the sufficiencyof the plea anddemurrercould be called up and
testedwithout formal notice, in term, in presenceof counsel,or by
propernotice in his absence.

In the argument,counsel fully presentedtheir views, and I will
now disposeof the plea anddemurrer.

And, first, uponthedemurrer. The bill allegesthat the complain-
antsaresole ownersof letterspatentfor a new and useful improve.
ment in grain binders for the district of Minnesotaand the entire
territory of the United States,exceptthe stateof Michigan,andthat
the improvementshavebeenextensivelyappliedto practicaluse; and
further allegesthat by virtue of certainassignmentsof certaininter.
ests and rights in and to letters patent,the entire right, title, and
interestin and to the inventionsdescribedin the letterspatent,nam-
ing them, were securedto your orators. And the bill chargesin-
fringement,prior to the commencementof this suit by the defend-
ant harvesterworks, of the patentsowned by complainants;and it
is further alleged that the said defendant harvesterworks, on or
about May 31, 1884,assignedandtransferredto thedefendantHodge
all its propertyandassetsin trust, and for the benefit of its cred-
itors, but how much andof what value is unknown,andpraysa dis-
covery thereof,and chargesthat sincethe assignmentaforesaidthe
said Hodge has continuedthe businessof said St. Paul Harvester
Works, andhasmadeand sold a largenumberof binding-machines
embodyingthe patented improvementsaforesaid,and thereby in-
fringed upon the exclusiverights of the complainants;and that the
said Hodge,as assignee,threatensand is about to distribute to the
creditors of the St. Paul HarvesterWorks the moneys realized by
him from the property and assetsaforesaid,without regard to the
rights and claimsof your oratorsagainstthesaidSt. Paul Harvester
Works, unless restrainedby the injunctional order of this court.
Thereis anallegationthat the improvementsdescribedin the several
letterspatentareso nearlyallied in characterasto becapableof joint
as well as severalusein grain-bindingmachines,and that the said
inventions,or substantialand material parts describedin the said
letterspatent,havebeenand are usedconjointly by the said defend-
ants,etc. .

A writ of injunctionis prayedfor, and a prayerfor a decreeto ac-
count for and pay over all suchgainsand profits as haveaccruedor
arisento, or beenearnedor receivedby, saiddefendantsfrom the un-
lawfu! use of said inventions,and from the infringementthereof as
aforesaid,and to paythe damagessustained,etc. Copiesof the sev-
eral letterspatentareattachedto and madea part of the bill. The
demurreris interposedfor the reason,as alleged,that the bill is ex-
hibited againstthe defendantsfor severaland distinct mattersand
causeswhichhaveno relationto eachother,in which, or in thegreater
part thereof, it is urged that the defendantthe St. Paul Harvester
Works is not in any way interestedor concerned,andoughtnot to be
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implicated,and that themattersandallegedcausesof action pleaded
againstHodge are distinct from the allegedcauseof action pleaded
againstthedefendanttheSt. PaulHarvesterWorks,and ought not to
have beenjoined togetherin one bill; that the bill is multifarious.

The rule invokedby thecounselfor thedefendant,that two or more
distinct subjectscannotbe embracedin the samebill, hasno appli-
cationto this case. The pleadingsshowthatthere isa privity of con-
nectionbetweenthe corporationandHodgein referenceto theobject
of the action and the subject-matterthereof. Hodgeis the assignee
by voluntary assignmentfor the benefitof creditors. He is a trustee
required to executethe trust createdby the corporation;and if any
propertyor effectsremainafter its fulfillment, he mustturn it overto
thecestui que trust. Heis allegedto be in possessionof all theassets
andmoneysof the defendantthe St. PaulHarvesterWorks by a vol-
untary transfer,which moneys,or a portion thereof,the bill charges
weregainsandprofitsderivedfrom the infringementof the complain-
ants' improvementsdesignatedin the letterspatent. If in equity,as
is the settleddoctrine,an infringer is treatedasa trusteeof the pat-
enteeof the gainsderivedby him from theinfringement,(1 Ban.& A.
Pat.Cas.485,) and is held accountableaccordingly,certainly an as-
signeeof such gains in trust for creditors is a proper party for the
purposeof obtaininga just accountof theseprofits. He is a neces-
saryparty, upon the sameprinciple as an agentwho representshis
principal andmanageshis business. How far and to what extentthe
funds allegedto be in his handswould beaffectedif thecomplainants
shonld obtain a decreeis not involved on this hearing. The bill is
not opento the criticism suggestedby the demurrer,and the sameis
overruled.
Seco'{tdly. The defendantHodgefiles a plea to part of the bill, and

claims that he cannot be compelledto renderaccount for any such
gains or profits as may have been earnedby the alleged infringe-
ment of complainants'rights by the St. Paul HarvesterWorks prior
to the assignmentto him; and he urges that such voluntary as-
signmentto him, in trust for creditors,is in law a bar to all relief
claimedin the bill by the ownersof the allegedinfringed letterspat-
ent. The implication of the plea is that his conduct as trusteeun-
der the assignment,and the managementof the propertyin his pos-
session,is to be regulatedexclusivelyby the lawsof the stateof Min-
nesota,and that he is responsibleto the district court of Ramsey
county for the faithful dischargeof his duties, and therefore any
claim which the complainantsmay have for infringementof letters
patentmust be presentedto the assignee,and if the infringementiE
disputedby him, settledandadjudgedby the state court. I do not
agreeto this proposition. If the defendantsconfessthe allegations
and chargesof the bill, and the amountof alleged damages,it may
be that the onlymethodof enforcementof the complainants'claim
againstthe insolventcorporation,or at leastthe quickestway of sat-
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isfying the decree,would be to file the claim as settled.and partici-
patein the funds; but as thedefendantsdo not confessthe infringe-
ment,or any of the mattersallegedin the bill, to be true, except
statedin the plea,the complainantscan litigate their rights in this
court, and the fact of an assignmentmade by the insolventcorpora-
tion to the defendantHodge is no bar to the prosecutionof their
suit.

I do not seehowthe insolventlaw of the stateof Minnesotacanaf-
fect the proceedingto enforcethe rights of a patenteeagainstan in-
fringer. If the defendantswill admit the chargeof infringement,
and permit a decreeto be enteredsettling the amountof the com-
plainants'claim, there would be someforce in the suggestionthat
the complainantsmustapplyfor paymentunderthe lawsof the state
of Minnesotaregulatingassignmentsfor the benefitof creditors. It
is true that the complainants,if they were sodisposed,could present
their claim to the assigneeand abide by his decision; but they are
not compelledto do so,andno statelaw candeprivethecomplainants
of the right to litigate disputedinfringementsof letterspatentin this
court.

This is not an action involving contractrights betweenthe parties
thereto,but is acasearisingunderthe patent-rightlawsof theUnited
States,and the jurisdiction vestedin the courtsof the United Staies
is exclusiveof the courtsof the state. Rev. St. ¤ 711, p. 135.

The pleais overruled.

McFARLAND and anotherv. SPENCER and another.

(Oircuit Oourt,8. D. New York. February,1885.)

PATENTS FOR INVENTIONS-METAL TENON FOR BLIND-SLATS-PATENT No. 76,491.
patentNo. 76,491,issuedto William McFarlandandJohnH. Camp-

bell, April 7,1868,for a metaltenonfor blind-slats,held valid, andinfringedby
defendants.

In Equity.
Peter Van Antwerp, for complainants.
Edward S. Clinch andE. T. Rice, for defendants.
COXE, J. The complainantsare the ownersof letters patent No.

76.491,issuedto William McFarlandand John H. Campbell,April
7, 1868,for a metal tenonfor blind-slats. The objectof the inven-
tion is to provide tenonsfor blind-slatswhenthe,original tenonsare
brokenoff or injured so as to becomeinoperative. The following di-
agramswill serveto illustrate the invention:


