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Haves v. BIoRELEOUPT.
(Cireuit Qourt, S. D. New York. March 7, 1885.)

1. PATENTS POR INVENTIONS—SKY-L1gHTS AND VENTILATORS—INFRINGEMENT.
Heid, on rehearing, that claims 2 and 3 of reissued patent No. 8,688, and
~ claim 3 of 8,689, are valid, and have been infringed by defendant. 8. C. 21
FEb. Rep. 567.

2. SamME—CosTs.
Held, further, that as complainant prevails, on account of a disclaimer filed
since suit brought, and fails as to a large part of his case, he is not entitled to
Costs.

In Equity.
Livingston Gifford, for orator.
Arthur v, Briesen, for defendant.

- WaeeLER, J. This cause has been before heard and considered.
Hayes v. Bickelhoupt, 21Frp. Rep. 567. A rehearing has been granted
and had as to the second claim of reissue 8,675, the second and third
claims of 8,688, and the second and third claims of 8,689, on account
of mistake of models of patent for those relied upon to show infringe-
ment, and of error in reference to former decisions upon the same
patents. It was said by Judge Bewepict, in Hayes v. Seton, 12 Feb.
Rer. 120, that the second claim of 8,675 appeared to be for the same
invention described in the original patent. He states no comparison
of thig claim of the reissue with those of the original. Its basis must
be the first claim of the original. That is for an arrangement and
this for a combination of parts. There are parts in each not men-
tioned in the other. They may be said to appear to be the same, by
considering the parts specified in the claim of the reissue, and not
mentioned in the claim of the original, as implied from the specifica-
tion of the original into the claim, by the words, “as specified,” in the
claim, What is said there as toinfringement of this claim indicates
this construction. A moulding secured by rivets, bolts, etc., to form
a brace, is one of the elements of the combination of the reissue not
specified as such in the arrangement of the original. The alleged in-
fringement did not have that, and it was held not to be an infringe-
ment. The alleged infringement here does not appear to have thaf,
and does not appear to be an infringement. Construed to cover the
infringement, the reissue would depart from the original, and con-
structed to follow the original it does not appear to be infringed.

Claim 2 of 8,688 appears to be identical with claim 1 of the orig-
inal, and has once been held valid, in view of the alleged anticipat-
ing devices. Hayes v. Bockel, 11 Fep. Rer. 87. It was held not to
be infringed because the gufters were not under cover of the bases
which supported the glass in Hayes v. Seton, supra, and Hayes v.
Dayton, 20 Fep. Rep. 690. Here the alleged infringement has the
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gutters under those bases where they will not obstruet the light of
themselves according to the patent. Following these prior decisions,
this claim is held by the court now to be valid and to be infringed.
The disclaimer reduces claim 8 of 8,688 to the same as that of the
original. Question is made about the propriety of the disclaimer now.
It is in the case. No motion has been made to suppress it, nor for
leave to take testimony to meet it. It is said that the bill should have
been amended to make it admissible, or to adapt the case to it; but
that does not appear to be necessary. The claim before the disclaimer
was for alternatives, and the disclaimer dispenses with one of them.
A bill that would cover both would cover the one left. The claim as
it was in the original, and now is, is for a clip of sheet-metal for sup-
porting the ends of abutting glasses in a sky-light by being bent to
form a groove for the upper edge of the lower glass, a rabbet to sup-
port the lower edge of the upper glass, and a gutter for water from
the inuer surface of the upper glass. _A prior patent to the plaintiff
is relied upon as an anticipation, but it does not meet this clip. This
claim appears to be valid. - The principal point in respect to infringe-
ment i8 made upon the fact that the defendant’s clip is made of two
pieces of sheet-metal bent so as to join and form the clip, while the
patent deseribes only piece of sheet-metal bent so as to form the elip.
This difference does not, however, seem to be material. It pertains
to the workmanship rather than to the structure, and when the two
things are done they amount to the same thing. The defendant does
not have the covering strips of claim 2 of 8,689, arranged to straddle
the posts, as specified in the patent, and consequently does not in-
fringe that claim. Claim 3 of that patent appears to stand, in re-
spect to validity and infringement, as at the former hearing.

It is urged that infringement has not been properly proved because
no expert has been called to show and explain how the defendant’s
structures infringe the different elaims of the patents, and many cases
in which it is held that infringement must be proved have been cited.
There can be no question but that infringement, if not admitted, must
be proved by competent evidence. There does not appear to be any
prescribed method of proof by experts, however. Explanations of
matters not commonly or readily understood may be necessary, but
when it is proved that the defendant has done what is plainly an in-
fringement, further proof to establish the faet would not seem to be
necessary. It is urged that the bill should be dismissed because it
set forth that all the claims of all the patents were infringed in one
gtructure to avoid multifariousness, and that this was denied in the
answer and shown to be untrue by the proofs. But all the claims held
to be valid and to be infringed are infringed by one structure, the Sher-
wood studio building; therefore this position is not tenable. The ora-
tor appears to be entitled to a decree that claims 2 and 3 of 8,683,
and claim 8 of 8,689, are valid and have been infringed by the de-
fendant, but not to costs, because he prevails on account of a dis-



CANAN 7. POUND MANUF'G CO. 185

claimer filed since the suit was brought, and also because he fails as
to a large part of his case.

Let there be a decree for the orator for an injunction and an ae-
count, without costs, accordingly.

Canan v. Pouxp Manur'a Co.
ACr 6uit Courty N. D. New York. March 10, 1885.)

PATENTS FOR INVENTIONS—EXPIRATION OF FoREIGN PATENT—REV. Sr. § 4887—
RecITALS IN LETTERS.

A patent granted for an invention which has been previously patented in a
foreign country is not void because not limited on its face to expire at the ex-
piration of the foreign patent, but will be valid for the term of the foreign pat-
ent only,

At Law.

Crowley & Laughlin, for complainant.

Ellsworth & Potter and Worth Osgood, for defendants.

Wiarneacg, §.  The defendant insists that the plaintiff’s patent is
void because it is granted for the term of 17 years from the date of
its issue, Angust 12, 1879, and is not limited upon its face to expire
December 5, 1883, the time of the expiration of the plaintiff’s Cana-
dian patent for the same invention. This position is founded on the
language of section 4887, Rev. St., which declares “that every patent
granted for an invention which has been previously patented in a for-
eign country shall be so limited as to expire at the same time with
the foreign patent, or, if there be more than one, with the one hav-
ing the shortest term; and in no case shall it be in force more than
17 years.” Reading this section without reference to the context, it
would fairly authorize the argument that the limitation should be ex-
pressed upon the face of the patent; and if this were the true mean-
ing of the law, a serious question would arise whether a patent issued
in disregard of the mandate would not be void. But the section is to
be read in connection with sections 4883, 4884, and 4885, and resort
may be had for interpretation to the pre-existing statutes; and thus
read there seems to be no room for fair doubt that section 4887 is not
to be construed as requiring the limitation to be expressed in the pat-
ent, but merely as controlling the effect or duration of the grant.

Sections 4883, 4884, and 4885 prescribe the formalities by which
patents shall be authenticated, and what they are to recite and con-
tain. Section 4884 enacts that “every patent shall contain a short
title or description of the invention or discovery, * * * anda
grant to the patentee, his heirs or assigns, for the term of 17 years,
of the exelusive right to make, use, and vend the invention,” ete.
There is an apparent conflict between the requirements of this sec-



