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rATENTS FOR I:KVElS"'rIONS-UNCONDITlONAL SALE OF PA'I'ENTED ARTICLE IN FOR-
EIGN ()OUN'rRY - RIGHT OF PURCHASER FROM VENDEE TO USE OR SELL IN
UNITED STATES.
The owner of a patent in the United States for an invention, who has sold

the patented article in Bngland without restriction or conditions, cannot treat
as an infringer one who has purchased the article in England of the vendee of
the patentee, and restrain him from using or selling the article in the United
States.

WALLACE, J. This motion for a preliminary injunction raises the
question whether the owner of a patent in the United States for an
invention, who has sold the patented article in England without re-
striction or conditions, can treat as an infringer one who has pur-
chased the article in England of a vendee of the patentee, and can
restrain him from using or selling the article here. This question has
been decided adversely to the complainant in this court upon a mo-
tion to punish the defendants for contempt in violating an injunction
obtained in a former suit between the parties; and it was held by
Judge WHEELER in substance that the sale carried all the rights to the
article which the complainants, the vendors, had, including the right
to use it or sell it whenever the complainants could do so. Holiday
v. Mattheson, Op. MS. That decision is controlling upon this motion,
but it is proper to add that the reasons upon which it proceeds are
satisfactory, and would prevail if the question were an original one
between these parties and in this court.
When the owner sells an article without any reservation respecting

its use, or the title which is to pass, the purchaser acquires the whole
right of the vendor in the thing sold: the right to use it, to repair it,
and to sell it to others; and second purchasers acquire the rights of
the seller, and may do with the article whatever the first purchaser
could have lawfully done if he had not parted with it. The presump-
tion arising from such a sale is that the vendor intends to part with
all his rights in the thing sold, and that the purchaser is to acquire
an unqualified property in it; and it would be inconsistent with the
presumed understanding of the parties to permit the vendor to retain
the power of restricting the purchaser to using the thing bought in a
particular way, or in a particular place, for a limited period of time,
or from selling his rights to others. It is quite immaterial whether
the thing sold is a patented article or not; or whether the vendor is
the owner of a patent which gives him a monopoly of its use and sale.
H these circumstances happen to concur the legal effect of the trans-
action is not changed, unless by the conditions of the bargain the
monopoly right is impl'essed upon the thing purchased; and if the
vendor sells without reservation or restriction, he parts with his mo-
nopoly so far as it can in any way qualify the rights of the purchaser.
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The purchaser does not acquire any right in the monopoly, but he
does acquire the right of unrestricted ownership in the article he
buys as against the vendor, including, as an inseparable incident, the
right to use and enjoy it, and to transfer his title to others. Bloomer
v. McQuewan; 14 How. 549; Goodyear v. Beverly Rubber Go. 1 Cliff.
348; Washing-machine Co. v. Earle, 3 Wall., Jr. 320; Bloomer v.Mil·
linger, 1 Wall. 340,351; Mitchell v.Hawley, 16 Wall. 544, 548; Paper
Bag Gases, 105 U. S. 770; Day v. Union Rubber Co. 3 Blatchf. 494;
McKay v. Wooster, 2 Sawy.373; Wilder v. Kent, 15 FED. REP. 217.
The cases like Hatch v. Adams, 22 FED. REP. 434, and Societe,

etc., v. Tilghman's Pat. Sand Blast Go. 25 L. J. Ch. 1, relied on by
the complainants, have no application to a case like this. When the
owner of a patent sells the patented article under circumstances which
imply that the purchaser is not to acquire an unqaalified property in
the thing purchased, as where a license accompanies the transfer,
the purchaser's rights are limited to the extent of the monopoly
granted to him. Those cases involved the extent of the monopoly
acquired in a patented article under a license or territorial right from
the owner of the patent, the article having been originally sold under
the license.
The motion is denied.



CORNEI,LY V. MARKWALD.

CORNELLY V. MARKWALD.

(Circuit Oourt, S. D. New York. 1885.)

187

PATENTEl B'OR INVENTIONS-lNFRINGEMENT-COElTs-ExpENElE OF MODEL.
Theexpense of obtaining a model of an infringing machine cannot be deemed

1 taxable disbursement in favor of the prevailing pa.rty.

WALLAOE, J. The clerk properly refused to tax the item of $150
in plaintiff's bill of costs for the expense of obtaining a model of the
defendant's infringing machine. Irrespective of any question as to
the propriety or necessity of procuring such a model, the expense in-
curred cannot be deemed a taxable disbursement in favor of the pre-
vailing party. The reasons why such an item should not be allowed,
are fully stated in the opinion of the court in Woodruff v. Barney, 1
Bond, 528, and in Hussey v. Bradley, 5 Blatchf. 210. It is obvious
that it would subject litigants in patent cases to onerous and some-
times to oppressive burdens, if parties were permitted, at their dis-
cretion, to procure models, and tax their unsuccessful adversaries with
the expense. The question is not an open one. See, also, Wooster v.
Barker, 23 FED. REP. 49. .
The taxation is affirmed.
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