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andsalutaryprinciple of law thltt courtswill not opena decreeand
admit new defensesand newly-discoveredevidence,unlessit appear
that the defendantscould not with reasonablediligence havediscov-
eredthe facts which are sought to be introducedwhen the pleadings
were drawn and the testimonytaken.

Some embarrassmentis causedby the deathof Mr. Gifford, who
was for a period of more than 12 years previous to his deceasethe
counselof the defendants. He was a gentlemanof suchexception-
ally high characterthat all men knowing him would be inclined to
acceptas true his simple statementrespectingany transactionas
he understoodthe truth to be. He cannot,however,be interrogated;
but it is quite clearfrom the evidencethat both he and Mr. Clark,
who representsthe �~�e�f�e�n�d�a�n�t corporationin theseproceedings,had
the meansof ascertaining,andwith ordinarydiligencecould haveas-
certained,asearlyasthespringof 1873,the true dateof Mr. Conant's
applicationfor the patent.

Without expressinganyopinion upon the otherquestionsinvolved
in the motion, andwhich have beenso elaboratelyand ably argued
by the respectivecounsel,it is quite clear that upon the ground of
lachesalone the application to open the calle ought to be refused;
andit is accordinglyso ordered.

LORD andothers,Ex.'rs v. WHITEHEAD & ATHERTON MACHINE Co. and
others.

SAME v. WHITJjJHEAD and others.

(Cirouit OOU1·t, D. Massaohusetts. August 26,1885.)

PATENTS FOR INVENTIONS-EQUITY JURISDICTION-INFRINGEMENT-ExpIRATION
OF PATENT-DISCOVguY-ACCOUNT-HEMEDY AT LAW.

A hill in equity hrought for the infringementof a patentwhich hasexpired
previousto the bringing of the suit will bedismissedfor want of jurisdiction,
notwithstandingit aversthatdefendantsmanufactureand use the infringing
machinessecretly,and that complainantis ignorantof thenumberof machines
so used,andunahleto estimatethe amount of damages,and praysfor an ac-
count of profits, the �d�a�m�a�g�e�~ to complainantfrom said infringement,other
thanthe profits, beingsuedfor in a pendingactionat law.

In Equity.
B. F. Thurston, D. H. Ricp, and A. Eastman, for complainants.
F. P. Fish, F. T. �G�r�e�e�n�J�w�l�g�~�, andA. M. 1\[oore, for defendants.
COLT, J. Thef'le bills in equity are broughtfor the infringementof

letters patentgrantedto Edward Lord, January9, 1866, and which
ex.pired previousto the bringing of the suits. The defendantshave
demurredto the bills on the groundthattheydiscloseno causeof ac-
tion cognizablein a court of equity, and that the complainantshave
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a plain, adequate,and completeremedyat law. The demurrer is
basedupon the principle laid down in Root v. Railway Go. 105 U.
S. 189. In that casesuitwas broughtfor the infringementof a pat-
ent that had expired prior to the filing of the bill. The bill stated
that thecomplainantwasignorant,and could not set forth how many
of the patentedarticlesthe defendanthad used,but that he believed
the number was large, and that the defendanthad realized great
gains and profits therefrom. The prayerof the bill was for an ac-
count. The defendantdemurredto the bill, and the demurrerwas
sustainedon theground that a bill in equity for a naked accountof
profits and damagesagainstan infringer cannot be sustained;that
suchrelief, ordinarily, is incidental to someotherequity,the right to
enforcewhich securesto the patenteehis standingin court.

In the presentbills the complainants,insteadof thesimpleallega-
tion that they are ignorantof the extentof the infringementand the
amountof profits, and prayingdiscovery,set ont special allegations
in the bill relating to the discoverysoughtj suchas that the infring-
ing machinesweremadeby the defendantsin difforent roomsof their
factory, and put togethereither in the factory, or at theplaceof bus-
inessof the purchasersin distant partsof the country; that some
have been shipped to foreign countries; that sometimesthe outer
doors of defendants'.factory have been locked, and sometimesthe
purchasersand usersof such machineslock the doors of their fac-
tories while the machinesare in use; that the defendantcorpora-
tion succeededto the businessof Whitehead& Atherton,a copartner-
ship, andthe complainantsare unableto determinethe precisetime
when suchtransferwasmade,and what machineswere then in pro-
cessof construction,and whetheror not the machinesmadeabout
the time of the transferwere made,by the defendantsor by White-
head & Atherton; and that by reasonof the conrseand mannerof
conductby the defendants,and the useof saidmachinesby the pur-
chasersaforesaid,and of othersmattersconnectedwith the business,
the complainantsare ignorant of, and not able to ascertain,the
numberor size of the machinesmadeand sold by defendantsin vio-
lation of complainants'rights, andareunableto estimatethe amount
of darrrttges.

The complainantspray for an acconntof profits; "the damagesto
youroratorsfrom saidinfringement,otherthansaidprofits, beingsued
for in an action at law now pendingin this honorablec@urt."

In substance,we cannot but considerthesebills as the ordinary
bills broughtfor theinfringementof a patent,and we cannotseehow
they can be sustainedunder the rule laid down in Root v. Railway
Go., supra.

It is contendedthat by reasonof the discoveryaskedfor, the com-
plainantshave a standingin a court of equity. At leastsince the
law authorizingthe examinationof parties as witnesses,we under-
standthe moregeneralandhetterrule to be that equitablejurisdic-



LORD '11. WHITEHEAD &ATl:IERToN MACHINE CO. 803

tion will not attach for discovery simply, except in aid of a suit at
law; but the partymllst invoke some other distinct equitable ground.
And where the broader rule may be said to prevail, based upon the
proposition that the court having acquired jurisdiction for the purpose
of discovery, it will proceed and determine the whole matter in con-
troversy, the plaintiff must allege that the facts concerning which he
seeks a disclosure are material to his cause of action; that he has no
means of proving these facts by the testimony of witnesses, or by any
other kind of evidence used in courts of law; that the only mode of
establishing them is by compelling the defendant to make disclosure;
and that therefore a discovery by suit in equity is indispensable;
and, further, if the defendant by his answer fully denies all the alle-
gations with respect to which a discovery is demanded, the suit must
fail. 1 Porn. Eq. Jur. §§ 223-230.
These are not bills of discovery brought in aid of suits at law, and

the allegations therein contained are not sufficient to support them,
even under the broader rule of equitable jurisdiction adopted by some
courts.
But equitable jurisdiction is invoked on the ground of account.

The account sought, however, must be incidental to some other equi-
table relief. Routv. �R�l�~�i�l�i�o�a�y Co., supra. Stress is here laid by the
complainants on the words of the court in Rootv. Railway Co., that
"such an equity may arise out of, and inhere in, the nature of theac-
count itself, springing from special and peculiar circumstances, which
disable the patentee from a recovery at law altogether, or render his
remedy in a legal tribunal difficult, inadequate, and incomplete."
These are actions of tort for which the plaintiffs are entitled to dam-

ages. In such cases the mere intricacy of the account does not fur-
nish a ground for equitable interference. In Hipp v. Babin, 19 How.
271, Mr. Justice CAMPBELL, says: "No instances exist where a per-
son who had been successful at law has been allowed to file a bill for
an account of rents and profits during the tortious possession held
against him, or in which the complexity of the accouuthas afforded a
motive for the interposition of a court of chancery to decide the title
and to adjust the account." In citing this in Rootv. RailwayCo., the
court say: "These principles were announced in a case for the re-
covery of the possession of real estate held adversely, but they are
of general application, and embrace as well the case of torts to per-
sonalty and infringements of patent and copy rights." See, also,
Parrott v. Palmer,3 Mylne & K. 632, 642; Higginbotltllm v. Hawkins,
L. R. 7 Ch. App. 676; Smithv. London tf; S. W. Ry.Co. Kay, 4:08.
The demurrers are sustained, and the bills dismissed.
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FAY and others v. ALLEN.

(Circuit (Jourt, N. D. New York. August 26,1885.)

1. PATENTS FOR INVENTIONS-INFRINGEMENT.
Doaneand Bugbeepatentof .March 9, 1880,for spoke-throatingmachine,

held, infringed,as to the first threeclaims,by the spoke-throatel'manufactured
by defendantunderpatentsgrantedhim Angust10, 181;0,and October11,1881,

. respectively;andLocke patentof April 17, 1877,held, not infringed by same.
2. SAME-ANTICIPATION-EvIDENCE.

'Wheredefendant testifiedto havingconceived,constructed,andpubliely used
the invention prior to the patentees,and wascorroboratedby numerouswik
nesses,but. it appearedthat eachmachinehe had madebeforepatenteescom-
pletedtheirsandplacedit on salehad beentakento piecesafter being tested,
and beforebeing put on sale,or used ot,herwisethan for the purposeof test-
ing, and that he only commencedthe constructionof the first maclllneplaced
on sale by him after the patenteeshad comp,etedtheir machine,�s�a�t�i�s�f�a�c�~�o�r�i�l�y
tested it, and placed it in their ware-ruomi held, that antieipationwas not
established,anddecreefor complainantordered.

3. SAME-Uosni-BILL �D�I�S�~�f�l�S�S�F�:�D AS '1'0 ONE PATENT AND DECREE AS TO ANOTHER.
Costsnotawardedeitherparty; the bill Leingdismissedasto onepatent,and

decreegrant.edas to the otIler.

.Thiswas a suit for infringementof two patentson spoke-tbroating
machines:the first granted JosephR. Locke, April 17, 1877, No.
189,635,andafterwardsassignedto complainant;thesecondgranted
complainant,as assigneeof William H. Doaneand GeorgeW. Bug-
bee, March 9, 1880, No. 225,355. The first three claims of the latá
ter patentwere charged to be infringed. 'rne answer denied the
valiuityandinfringementof both, settingup asanticipationsvarious
earlier patents;also allegingprior public useof the DoaneandBug-
beeinvention by Locke, the patenteeof the above-namedLocke pat-
ent, and by the defendantandothers. The prior useby Lockerelied
upon consistedin a modification of the machineshown in the Locke
patent,whichwasintroducedby Lockeshortlyafter the Locke patent
was granted. This modification appearedto haveonly beentried at
one test of the machine,which was then set aside and never used
again, but was producedin evidence. The witnessesstatedthat the
purposeof the modification was to reducefriction, and that it was
not satisfactory. With respectto this use,It was contendedby de-
fendantsthat it was a useof the Doane and Bugbee invention with
sufficient publicity to constituteanticipation. On the part of com-
plainantit was contendedthat it was not such a useassuggestedto
Lockeor anyoj the witnessesthe operationof the DoaneandBugbee
patent.

With respectto the defendant'suse,defendanttestified to having
conceivedthe invention of the Doane and Bugbeepatent in April,
1878,and made a rough sketch upon a boardabout that time to il-
lustrateit, exhibiting this sketchto a personwith whom hewas talk-
ing; to havecommenced,immediatelyafter, the constructionof a rna-


