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BUTLER and others v. BAINBRIDGE and others.á

(Oircuit Oourt, S. n. NetD York. November16, 1886.)

1 PATENTS FORlNVENTIONS-JOINT INVENTOJlS¥
.Thedefensethat two personsto whom a patenthasissuedas joint invent-

OrS were not. in fact, joint inventors,is so purely formal that it cannotbe
,regardedwith favor, unless,it be shownthat the action of the patenteesi1;1
thll.t reg31'dwasdisingenuoQs,or calculatedto misleadthe defendants.

2. �B�A�Y�E�~�D�E�F�E�N�S�E OF WANT OF JOINT INVENTION-PLEADING.
'Where the defenseor wl1nt of joint invention in the patenteeswas not

pleaded,'norfairly raisedby the answer,but proofsto supportit weretaken,
,and thepoint madeat the hearing,held.. therewas gravedoubt whetherthe
defensll('ould be considered.

8. �B�A�M�E�~�N�O�V�E�L�T�Y�, PROOF OF WANT OF.
Wheredeviceswhich weredefinitel,proved to have beenbeforedid not

anticipatethll.invention,and,thosewhichwould anticipatewerenotdefinitely
'provedto havebeenbefore,held, that the evidencewastoo vague,uncertain,
andindefinite to satisfythe mind of the court beyonda reasonabledoubt,
and to overcomethe presumptionof novelty arisingfrom the patentitself.

4. BAM'$-INVENTION-PRESENCEOF, now DETERMINED¥
.In a pl1tentcase,the questionof inventionmustdependuponthe factsand

cireumstancesof the case,'andthe perplexitieswhich surroundsuchcontro-
versie!l:cannotalwaysbe'solvedby an examinationof adjudgedcases. They
�s�~�r�v�e to �i�l�l�u�~�i�n�a�t�e the pathsto be tra!e,rsed..but he who desiresto selectthe
rlghtonemustdependlargelyuponhis own Judgment.

IS. BAME"'-EMBOSSED CARDS.
A claim for" a circularor card�h�a�v�i�n�~ two ormorefolds, upononeormore

of which �a�~�e embossedor pressedout araisedpanel or panels.to represent
cards,upon'whichthe printing is afterwardsdone,substantiallyas andtor
the'purpos'esetforth." sustained.althoughthe art of embossingwas old at
the �d�~�t�e of the invention,andcardshavingsmallerprintedcardspastedupon
them,anqpapersstruckup, with various figures, emblems,anddevices,in-
cludingsinall rectangularpanels,werewell known pilor to thatdate.

8. SAME.. , . '
Although the inventionmaybe a simple one,and it is hard to understand

why' the'ideadid not occurto someonelong before;still if the fact remains
thatit ,neverdid, althoughsomethingof the kind waslong wanted,thesecir-
cuwatanceswarrantthe,conclusionthat therewasinvention in producingit.

'I. SAME-CHARACTERISTICS OF INVENTION-l'IIECHANICAL SKILL.
, "It is thepresenceof a thoughtlike this'which raisesan'ordinarymechanic

to the plane of an inventor. Invention requiresthought; mechanicalskill
doesnot. The'aneis theresultof mental,the otherof manualaction."

In E.quHy. Bill for infringement.
JamesA. WhitneyandL. E. Gilbert,forcQmplainants.
Edwin H. Brown, for defendants. '

COXE, J. This is an action in equity, basedupon letterspatent
No. 273,023,grantedto OrlandoW. Butler and ThomasW. Kelley,
February27, 1883,for an improvementin paperfor cardsandcir-
culars. The purposeof the invention was to supersedethe expen-
sive andcumbersomemethodof pastingseparatecardsuponwedding
invitationsandsimilar papers,by substitutingtherefora card having

1Editedby CharlesC. Linthicum, Esq.. of theChicagobar.
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two or morefolds, upon'whichthe desirednumberof panels.to �r�e�p�~
resentcards,are embossedor pressedout. On theseraisedpanels
the printing mayafterwardsbedone. Whentheinvitation is folded,
the unsightlycavitiesproducedby the prOc;lessof embossingare �c�o�n�~
cealedfrom view by oneof the flaps of the paper. The cardswhen
finished have thesamegeneralcharacteristicsas their pasted�p�r�e�d�e�~

cessors,but, in additIon. they aremore symmetricalanduniform in
appearance,canbe manipulatedwith greaterease,arelessliable to
becomesoiled,and are about 50 per cent.cheaper. The invention
hasreceivedthe markedapprovalof dealersin stationery,andof the
public. The patentedcardshavegone into generaluse,diBulacing
the old devices.referredto. The claimsare aEi follows:

(1) A circularorcardhavingtwoor morefolds. upononeor moreof which
areembossedor pressedout a raisedpanelor panels.to representcards,upon
which theprinting is afterwaxdsdone,SUbstantiallyas andfor thepurpose
setforth. (2) In an invita,tion-card,a portion upon which is embossedor
pressed�o�u�t�,�:�~ panel or card for the invitation proper,in combinationwith
folds, upon"orie or moreof which is embossedasmaHercardor cards,for the
namesof the partiesSUbstantiallyas herein shownand described. (3) .The
ce:iltralportion,A,in combinationwith thefolds, B, C, embossedcards,D,
D, andembossedpanelor �b�~�a�d�.�E�, all constructedas described,andfor the
purposeherein�s�~�t forth an!! �d�e�s�c�r�i�~�e�d�.�"

The defensesare laCk of novelty and invention.and that the �c�o�m�~
plainantsare;not. joint inventors.

Infringement of the fil'stand secondclaims is adlllitted¥..The
cardsdealt in by the defendantsare almosttheexl1ctcounterpartof
Fig. 2 of the drawings,andweresold in boxesmarkedwith the date
of the complainants'patent.

The defenl'lethat eomplainantsarenot joint �~�n�v�e�n�t�o�r�s is so purely
formal in oharacterthat it eannotberegardedwith favor,unlessit be
shownthattheactionof tbepatenteesin this-regardwasdiRingenious.
or caloulatedtomislead the defendants. Nothing of this kind ap-
pears,and it is thoughtthat,uponprinciple andauthority,tbereoan
be little difficulty in sustaining,upon the merits,the aqtiou of the
patent-officein issuing the patent in its presentform. Worden v.
Fisher, 11 Fed.Rep. 505; Barrett v. Hall, 1 Mason,447; Hotchkiss
v. Greenwood,4 McLean,"456,461. Thereis, however.gravedoubt
whether the: defendants"are in a position to presentthe question.
The defenseisánot pleaded,and there is nothing in the_answer
which canfairly be construedto put the matterat issue¥. Wq,lk. ¤¤
�"�~�4�"�. _

The questionof novelty and invention reUlains to be considered.
It is entirely clear that at the time the complainantsconceivedthe
invention, in the fall of 1880.the art of embossingwas old andwell
understood, Cardshavingsmallerprintedcardspasteduponthem,
and papers-struck up with various figures, emblems,and .devices,
including smallárectangularpanals,were all known to printers,en-
gravers,and stationersprior to -this date. This, in. brief, is a fair
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generalstatementof the art asit existedat the time of theinvention.
The defendantshave introduced in evidencenearly a hundred

limiting andanticipatingexhibits. It is not disputedthat many of
them are wholly irrelevantto the issuesinvolved, and it is conceded
that others had no existenceprior to the invention. Of others,it
may be said that the dateswhenthey were first seenarewholly con-
jectural. In short, those which are definitely provedto have been
beforedo not anticipate,and thosewhich would anticipateare not
definitely proved to have been before. The evidenceis too vague,
uncertain,andindirect to satisfythe mind of the courtbeyonda rea-
sonabledoubt, and to overcomethe presumptionof novelty arising
from the patent itself. Unquestionably,however,the proof demon-
stratesthatthe field in which the complainantsoperatedwasat best
a narrowone,and the questionarises,is the patent, though it can-
not be:defeatedfor want of novelty,void for lack of invention? To
this questionit is by no meanseasyto give an entirely satisfactory
answer. Each casemust dependupon its own facts and circum..
stances. The perplexitieswhichsurroundsuchcontroversiesca'nnot
alwaysbe solvedby an examinationof adjudgedcases. They serve
to illuminate the paths to be traversed,but he who desiresto select
the right (me mustdependIargelyaponhis own judgment. Although
the presentcaseis very nearthe border-line betweeninventionand
mechanicalskill, it is thoughtthat the doubt which arisesshouldbe
resblvedin favorof the patent. No oneeverdid beforewhatthecom-
plainantsdid, viz., produceaninvitation cardwith two or morefolds,
havingpanelsto representcards,embossedthereon,uponwhich the
printing is ,afterwardsdone. This particular structureis new, �u�s�e�~
ful, and inexpensive. It soon becamepopular; itlmpplies a need.
Time'andthoughtwererequiredin its development. The obstacles
which theretoforecould only be surmountedby skilled labor wereen-
tirelyeliminated. All this requiredsomething.more than the work
of the mechanic. It amountedto invention.

The whole matter is well illustrated by a question and answer
quotedwith approval upon the defendants'brief. Oneof the com-
plainantswas askedif he thought that prior to October,1880,per-
sonsof ordinaryskill in the art would have beenunableto produce-
representationsof cards by embossingupon paper,and the answer
wa.e: "If they happenedto think of it; probably they would not."
Exactly so. It is the presenceof a thollght like thiswhich raisesan
ordinarymechanicto the planeof the inventor. Invention requires
thought;'mecha.nicalskill doesnot. Theoneis the resultof mental,
the otherof manual,action.
; Grant that the invention is'asimpleone, that'when viewed from

our �p�r�~�s�e�n�t standing-pointit is hardto understandwhy the ideadid
:not oecor to someonelong before,and yet the fact remainsthat it
neverdid, thoughsomethingof the kind waslongwanted. After �g�i�v�~
�i�n�g�,�t�h�~ subjectthebestthoughtof whiohI amc.apable,I amconvinced
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that to relegatethesecomplainantsto the condition of mere skilled
workmenwould be to do them a graveinjustice.

In the light of the present,the ideaof substitutinghard rubberfor
othermaterial,asa plate for holding artificial teeth,or of providing
tubularkerosenelanternswith an irreversiblecurrentof air by means
of deflectors,seemssimple enough,and yet the men who thoughtof
thesethings conferredlasting benefitsupon the world, and received
the rewardsof inventors. LanternCo. v. Miller, 21.Fed.Rep.514;
Smithv.Goodier,93 U. S. 486.

In Crandalv. Watters,20 Blatchf. 97, S. C. 9 Fed. Rep. 659, the
patentwasfor a box loop for carriagetops, madeof thin metal,from
which the loop was struck up. It was usedas a substitutefor the
old leatherhousing. In sustainingthe patent,the remarksof Judge
BLATCHFORD are so applicableto the caseat bar that I quotebriefly
from the opinion. At page�1�(�~�2 he says:

"Various old devices are introduced. ... ... ... But no article like the
�p�l�a�i�n�~�i�1�'�f�'�s�, capableof being taken and used for thepurposesfor which the
plaintiff's can beused,without alteration and adaptation,requiring inven-
tion,existed.before..Almostall inventions,atthisday,thatbecomethesubject
of patents,'arethe embodimentandadaptationof mechanicalappliancesthat
areold. In thatconsiststhe invention. When the thing appearsit is new
and useful. No onesawitbefore; no oneproducedit before. It suppliesa
need. It is at once.adopted. All in the tradedesireto makeanduseit, yet
it is said to have been perfectlyobvious,and not to have beenpatentable.
Wherean articleexists in agiven form, and applied to a given use,and is
takenin substantiallythe samBform, andapplied to an analogousI1SB, so as
to make a caseof merely doubleuse,there is no invention. But it is very
rarely thata thing of thatkind securesa patent."

There should be a decreefor -the complainantsfor an injunction
andari account,,with costs¥.

MAOHESNEY v. BROWN and others.

(OVrcuit Oourt, No D. N(f/J) York. November26, 1886.)

PATEl\lTB FOR INvENTIONS-ASSIGNMENT-ATTORNEY IN FACT-lNSTRIDmNT UN-
DER SEAL. '

The assignmentof ,.a patentfor aninventionwhenexecutedby oneacting
BS attorney,by aninstrumentunderseal.mustbeexecutedin thenameof the
principal, and purport to be sealedwith his seal,in orderto bind theprin-
cipal. .

, In Equity. Bill to restrainthe infringementof letters'patent for
an invention. Plea allowed, with costs,'and leave grantedto com-
plainantto move to amendhis bill. The facts aresufficientlystiLt(>d
in the opinion. .

SilasJ. Douglass,for complainant.
WilliamH. ,Bright, fo!, defendants.

v.29F.no.3-10


