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utesof Geo. II. am} Geo. III. expresslyauthorizedthis practice. See
45 Geo.III. c. 92,48; Id. c. 58; 2 Hale, P. C. 285. The statuteof 6
& 7 Viet., abovequoted, required proof of criminality, and admitted
copiesof depositionsunder conditionsnot in this casecompliedwith.
Suchproceedingsrestuponstatutelaw. Whatevermaybe the practice
at presentasrespectsBritish India, nothingappearsthat has relevancy
to the presentcase. The treaty itself, as I have said, requiresproof of
criminality here. As I am obliged to hold that the proof producedin
this casewasnot competent,eitheraccordingto the law of congress,or
accordingto the commonlaw, the commitmentcannotbe sustained.

If therewere reasonablegroundsto supposethat the imperfectionof
the consul'scertificatein this casehadarisenfrom inadvertence,or from
a misunderstandingof the intentionof the actof congressthat the copies
mustbeicertifiedto becompetentevidenceof criminality. thecourtwould
remit theproceedingsto the commissionerfor afurtherhearing,if it also
appearedthatby the generalEnglish law, or by that of British India,
copiesof depositionsattestedin thismannerwerein fact competentproof
ofcriminality; for otherproofof this fact mightsupplythedefectsof the
consuPscertificate. But thoughinquirieshavebeenmadeby the court
from thefirst concerningtheBritish law in thisrespect,nothinghasbeen
citedftomthetext-books,statutes,or reportsthatgoesto showthatthere
is anysuchlaw or practicewithin the Britic:,h dominionsaswould make.
thesecopiesevidenceof criminality. The prisonermust thereforebe
discharged.

EASTERN PAPER-BAG Co. and others'D. STANDARD PAPER-BAG Co.'and
. others.l

(Ch'rcuit Oourt, D. �M�a�8�8�a�d�~�u�8�e�t�t�8�. February17, �1�8�8�7�.�~

t. PATENTS FOR INVENTIONS-PltoCESSFOR MAXING PAPER BAGS.
Letters patentNo. 258,272,grantedMay 28,1882,to theEasternPaper-bag

Oompany,assigneeof DanielAppel, for a processof makingpaperbags,the
objectbeingtheproductionin anovelmannerof a satchel-bottompaperbag,
madefrom a strip of paperfolded to form a tube,by first forming adiamond
fold, then cross-foldingthe leading cornerof the diamondfold, andsubse-
quentlycross-foldingtheárearmostcorner of the diamondfold, to form the
lastcross-foldof the bagbottom,and,togetherwith it, themainbodlof the
bag-blank,on the line of thesecondcross-fold,held, in view of theprlor state
of the art, not void, aslacking patentableinvention.

2. SAHEl-PROCESS.
A processmaybe patentableirrespectiveof theparticularform of instru-

mentalitiesused.
8. SAME-DESCRIPTIONOF PROCESSIN APPLICATION.

Descriptionof a processin an applicationfor a machinepatentdoesnot
constitutean abandonmentor dedicationto thepublic of suchprocess,so as
to estopthe inventorfrom subsequentlyobtaininga patentfor the process.
if applIedfor in two years.
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4. SAME-MACHINE MADE CAPABLE OF WORKING PROCESS. .
. Wherethedefenseto a suit for the infringementof a patentprocessis that
machinesembodyingthe processClaimedwere sold andin public usemore
thantwo yearsbeforethe dateof the applicationfor the processpatent,such
defenseis not sustainedby proof that the use madeof the machinebefore
that date was experimentalonly. and not capableof working the process.
Thereis no real inventionof aprocessuntil a machineis constructedto work
theprocess.

In Equity.
Jilrederick P. Fish, for complainants.
ChaunceySmith, for defendants.

COJIT, J. The patentin suit, No. 258,272,is for a processof making
paperbags. It was grantedMay 23, 1882, to the EasternPaper-bag
Company,assigneeof Daniel Appel, the inventor. This invention has
for its objectthe productionin a novel mannerof asatchel-bottompaper
bag, madefrom a strip of paperfolded to form a tube; and it consists
in first forming the diamond fold, thencross-foldingthe leadingcomer
of thediamondfold, andsl;lbsequentlycross-foldingtherearmostcorner
of the diamondfold, to form the last cross-foldof the bag bottom,and,
togetherwith it, the main body of the bag-blank,on the line of thesee-
ond cross-fold. This, in substance,IS the languageof the epecification
and of the claim. In former machines,in order to give the rearmost
cornerof the diamond fold the forward bend necessaryto form the �s�e�c�~

andcross-fold,therewas lossof time and power. To overcomethis dif-
ficulty, Appel turnsover the whole bottomof the bagafter the leading
corner of the diamond fold'is cross-folded,and the rearmostcomerof
thediamondfold is cross-foldedin theoperationof folding overthe body
9f the bag-blankon the line of suchsecondcross-fold. The fold of the
liody of the bag-blankis called.a"blindfold," and is incidentto the
formation of thesatchelbottom by the Appel process. By this simple
invention the leadingsndrearmostcomersof thediamondfold of a bag-
blank arecross-foldedin directionswhich appearoppositeto eachother,
by movementswhich are in the samedirection, whetherperformedb,r
handor by machinery. To make paperbagscommerciallysuccessful,
a machinemust be run with rapidity. Since the invention of Appel,
it is.difficult to assignany limit to thespeedwith which paperbagscan
bemade. .

That a processmay be patentableirrespectiveof the particular form
ofinstrumentalitiesused,cannotbe disputed,(Cochranev. Deener,94 U.
S. 780;) and I have no doubt that the claim of the Appel patentde-
scribesa patentableprocess,if what he describesconstitutedinvention.
On this point it is urged that all Appel did was to fold the body of the
bag with the flap in making the secondcross-fold, and that this was
no invention, but is within the commonknowledgeand skill of every-
body. I cannotadoptthis view. To besure,now thatwe seeit done,
it seemsa very simple thing in making thesecondcross-foldto fold over
the body of the bag with the entI, but it was not thoughtof for years,
andit mayalmostbesaid to haverevolutionizedtheartof makingpaper
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bags. .Themostmarkedimprovementsin theartsareoftenthesimplest,
whenoncediscovered. In consideringthe history anddevelopmentof
1heart of makingpaperbags,andtheeffect producedby theAppel pro-
cess,Xcannotbut regardit asa patentableinvention.

But it is said that the descriptionof this processfound in the Appel
machinepatentof August31, 1880, operatesasanabandonmentofany
claim Appel might have had for a processpatent. The patentin suit
wasappliedfor September29, 1881. The processforming its subject-
matterwasdescribed,butnotclaimed,in themachinepatentby thesame
inventor,datedAugust31,1880. A little morethana yearelapsedbe-
tweenthe dateof the pribr descriptionand the date of the application
for the patent in suit. Under thesecircumstances,-has the invention
beenabandonedto the public? The languageof the supremecourt in
MiUer v. Brass00.,104U. S. 350; JameBv. Oampbell,Id. 356; andMcihn
v. Harwood, 112 U. S. 354,5Sup. Ct. Rep. 174,-iscitedassustaining
the propositionthat theomissionof Appel to claim his processinvention
in the machinepatentwasin law a dedicationof that invention to the
public. Thesupremecourt in thesecaseswasdealingwith the subject
of reissuesunder the statute. In this casewe arenot dealingwith the
lawof reissues. Appel could not havesecuredhis claim to a processby
reissuinghis machinepatent,becauseit is not for the sameinvention.
PowderCo. v. Powder-works,98 U. S. 126; EachU8v. BroomaU,115 U. S.
429, 6 Sup. Ct. Rep. 229. The questionwe haveto decideis whether
the descriptionof anotherinvention in a prior patentby thesameiná
ventor forfeits hi!'! right to tllke out a subsequentpatentfor suchinven-
tion. I do not understandthat the supremecourt haveheld thatsuch
prior des-criptionis' a dedicationto the public of the secondinvention.
The invention of a machine,and a processemployedin the useof the
machine,beingdifferent things, it is difficult to seehow the application
for a patenton oneshouldoperateasan abandonmentof any claim to a
patenton the other: provided,of course,the applicationfor the second
patentis madebeforethe statutoryforfeiture of two years'prior usehas
run. This view is in harmonywith the decisionsof the circuit courts
wherethe questionhasarisen. VermontFarm-machine00. v. Marble, 19
Fed. Rep. 307, 20 Fed. Rep. 117; Grahamv. McCormick,11 Fed. Rep.
859; Graham v. GenevaLake C. Manuf'g Co., Id. 138; McMillan v. Reea,
1 Fed.Rep.722; Hatch v. Moffitt, 15 Fed.Rep.252; Cahn v. Wong Town
On,19Fed.Rep. 424; Collenderv. Griffith, 18 Blatchf. 110,2 Fed.Rep.
206. The patentin Buit havingbeenappliedfor within two yearsfrom
the dateof the machinepatent,therewasno abandonmentof the second
invention, thougha descriptionof suchinventionwasfound in the pnor
patent.

We comenowto �t�~�e last �~�e�f�e�n�s�e�, thatmachinesembodyingthe Appel
processweresold or 1D publIc usemore thantwo yel(U"s prior to the date
of the application for the processpatent, September29, 1881. This
questionis not free from difficulty. The ,complainantsmaintain that
there was no such saleor public use as would bring themwithin the
statute. Their position, in brief, is this: that the sale was not of the
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perfectedAppel �m�a�c�h�i�n�e�s�~�, but of imperfectmachines,in theexperimental
stageof development. Appel, the fuventor,wasemployedby theCleve-
land PaperCompany,at Cleveland. October17, 1878, the Cleveland
PaperCompanymadea contractwith the Lincoln Paper-millCompany,
of St. Catherine's, Ontario,for two Appel machines. Oneof thesema-
chineswas deliveredin January,1879,and,the secondin Juneof the
sameyear. The testimony, however, is conclusiveon the point that
thesemachinesmadeimperfectbags,and that it took morethana year
after the receiptof the first machineto perfect it. Appel himself went
to Canadato aid in perfectingthemachine. As to the third Appel ma-
chine; called the Petteemachine,theáevidenceis by no meansclearor
satisfactorythat it wasin publicuseprior to September29, 1879. What-
everuseof this machinetook place beforethis dateseemsto havebeen
ofanexperimentalcharacter..Ifáthemachinessoldor usedprior to Sep-
tember29, 1879, werenot �c�a�p�a�b�~�e of working the process,thenit can-
not besaidthat the processinventionwassold or in public usefor more
than two yearsprior to the:applicationfor the patentin suit. There
wasno real inventionof the processuntil a machinewasconstructedto
work theprocess.á Union Manuj'g 00. v.Lounsbury,2 Fish. 389.

Upon carefulconsideration,I am of opinion thatnoneof the defenses
urgedagainstthe validity of theAppel patentin suit aregood, andthat
the patentshouldbesustained. Decreefor complainants.

HUMPHREYS' HOMEOPATHIC MEDICINE Co. tl. ARMSTRONG.

(Uirouit Oourt,8. D. New Y01'k. February22, 1887.)

CoPYRIGHT-INFRINGEMENT-PRELIMINARY INJUNCTION-EVIDENCE.
On amoti{)n for a preliminaryinjunction to restrainan infringementof a

copyright.when plamtiff has showna copyright of a book, anda copyof a
bookhavingthe sametitle, and has shown that defendantis publishinga
bookcontainingextractsfrom it, buthasfailed to showthatthe COllY shown
is a copy of the book copyrighted,and defendantd@fl.ies that it is, held, that
thereis nc> groundfor a preliminaryinjunction.

In Equity.
B. P. Ryan,for plaintiff.
ThomasWinsor, for defendant.

WHEELER, J. Tbis is a motion for a preliminary injunction to re-
strainan allegedinfringementof a copyright. The plaintiff hasshown
it copyrightof a book,andshowna copyof a book havingthesametitle,
and shownthat the defendantis publishinga bookcontainingextracts
from it. But the plaintiff hasnot in any mannershownthat the copy
shownis a copy of the book which wascopyrighted.andthe defendant
deniesthat it is. The plaintiff hasthereforefailed to showanyground
for a preliminaryinjunction. Motion denied.


