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1. PA'rEN'rS FOR INVENTIONS-PROCEss-NEW PuRPOSE-PATENTABILITY.
A deviceor process,previouslypatentedandused for onepurpose,cannot

be patentedto be usedin 'the sameway for anothersimilar purpose,unlessa
new anduseful resultis therebyproduced.

2. SAME-INFRINGEMENT-"-OoMBINATION PATENT;
The unauthorizeduseof anyvalid claim of a patentis an infringementfor

which the patenteeis entitledto recover;but a personchargedwith the in-
fringementof a combinationpatentmust be shownto haveusedall of the
devicesor processesdescribedin it. The use of oneor more, less thanall,
will not constitutean infringement.

8. SAME-ANTICIPATION.
If the processdescribedin the patentwas publiclyusedby otherpersons,

in substantiallythe sameway and for the samepurposes,before plaintiff
IDltde his invention,ori! thesameprocessfor the samepurposesarecontained

, hi mid 'described,orareclearlysuggested,by anyforeignpatentissuedbefore
thedateof suchinvention,or in anypublicationprior to suchdate,plaintiff' 8
patentwould be void for want of novelty. But thesemattersof defense
mustbeshownto haveexisted,not only prior to the dateof the patent,but
alsoprior to the discoveryor the inventIOnof the �p�r�o�c�e�~�s or device.

Mix �~ White, for complainant.
M. D. �~ L. L. LeggettandA. E. Lynch, for respondent.

WELKER, J., (chargingjury.) The plaintiff 13kys that he was the in-
ventorof a newanduseful improvementin purifying vegetableoils, and
separatingthe samefroin solventsused in extracting them from seeds
and otheroleaginoussubstances;that on the twenty-third day of �A�u�~
gust, 1881,having before that time made the properapplicationfor a
patent for his said dis()overyor invention, he receiveda patentfor the
inventionso made; that the defendanthasinfringed his said patentby
using the same;and, in the first count, claims to recoverfrom the de-
fendantthegainsand profits derivedby the defendantby theusethereof,
andalso the valueof the useof saidpatentfrom the first day of March,
A. D. 1882, to the twenty-thirddayof February,1883. Iu the second
count,he claimsto recoverfor the like gainsandprofits,andvalueof the
useof said patent.from the twenty-thirddayof March,1883, to theftf-
teellth day of May, 1883, beingthe period after the saleof his said pat-
ent to the American SeedOil Company,the right to recoverfor which
wasassignedby saidcompanyto him.

The'defendant,for itsfi1áfJtplea,deniesthe infringementaschargedin
the petition. Second.That the processcoveredby the plaintiff's letters
patentwasDot newwhen producedby the plaintiff, and that hewasnot
the first inventorthereof. Third. Thatsaidprocess,whenproducedby
the plaintiff, wasnot novel, for that certainpatentshad beenissuedin
GreatBritainand Francefor theidenticalapparatusor processlong prior
to the time of saidclaimedinvention, and describesthesameby dates,
and namesof patentees;and thata like processwaspreviouslydescribed
in Ure's Dictionary, publishedin 1864 by theAppletonsof New York
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city. Foul'th. That the processdescribedby the plaintiff in his patent,
long prior to the alleged invention by the plaintiff, was known to, and
publicly usedby, �J�~ W. EvansandJ. P. Mansfield,at Cleveland,Ohio.
Thesedefenses'aredeniedby the plaintiff, and thesepleadingsform the
issueyou are to determine.

To determinetheseissuesbetweenthe parties,in the first placeit is
important for you to ascertainand settle,of what does the plaintiff's
patentconsist,andwhat doesit cover? It is not claimedto be for any
machine,device,or apparatus,but for a processusedin the manufacture
of vegetableoils. Underthe patentlaws, a processmay be patentedas
well asa machineor device; andwhenso patentedgives the inventor
the benefit thereof, in the samewayas'amachineordevice,andequally
protectshim from infringersduring the life of his patent.

The issuing of the plaintiff's patent,by the departmenthaving the
right to sograntpatentsfor inventions,is itselfprimafacie proof thatan
invention.hasbeenmade,that thepatenteeis theinventor,thatit is new
and �~�e�f�u�l�, andthat he hascompliedwith the ll;LW 't.Q. obtll.in the patent.
But patentsmay be invalidatedbyshowingthat there,was in fact no in-
vention, that the patenteewas not the original inventoror discoverer,
or that the inventionwasnot newor useful. .To maintainthesedefenses,
the evidencemustshowclearly andsatisfactorily,andbeyonda reason-
able doubt, that such claimed inventionlacked SOmeone or other of
theseelementsto authorizethe issuing of the patent,and, if either of
suchdefensesis establishe.d"itwill defeatthe plaintiff's right to recover,
bE)causeall of themmustexist in a valid patent.

Patentsareauthorizedto be issuedfor new and useful inventions of
machinesorprocesses;or theymay be issued,andareValid, for a com-
binationof old devicesor procE)sseswhich, in theircornbinedaction,are
new,andproducenew and usefulresults. An old machineor process,
eitherpatentedor not, cannotbe appliedto a ne'Y purpQseandpatented,
if,its operationsin the new purposeare the sameaS,inthe old, andpro-
qucing the sameresults,'becauseit lacks invention.and novelty. So
patentsarenot valid wherethe,changefrom the old to the new device
pr �p�r�o�c�e�s�s�,�a�~�d for which a patentis claimed,is only the result of the
�r�~�s�o�n�a�b�l�e exerciseof mechanicalskill, ,becausesuchexerciseof skill is
not invention. A patentfora deviceorprocess,usedfor one purpose,
cannotbe patentedto be usedinthe sameway for anothersimilar pur-
pose;butwherea newanduseful result is produced.therebyit is patent-
able. Wherea patentconsistsof morethanonedevice,or what is called
a combinationpatent,the �p�e�r�~�o�n�c�h�a�r�g�e�d with an infringementmustbe
shownto haveusedall of thedevicesor processesdescribedin thepatent.
He may usepneor more, but lessthan all, and still not infringe such
combinationpatents. , . . ,

Now what is the plaintiff's patent? Thereare four claims statedin
the patl:!nt itself. Thesecover the plaintiff's invention, and give him
his rights underthe patent,and he is limited to theseclaims. If, how-
ever, �i�~�r�e�a�d�i�l�1�g theseclaims, or anyoneof them, thereare,any doubts
asto what is meantby them, thenyou may examinethe specifications
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attachedthereto,as well asany disclaimertherein, iI} orderto ascertain
andsettlesuchdoubtful meaning. Thesespecificationscannotbe used
so as to enlargethe claims in the patent,and make them cover more
thanso containedin suchclaims. It is not my duty to say what is the
scopeof the plaintiff's patent. That is within the domain of tacts for
you to settle,asoneof the issuesmadein the case.

After you havesettledwhat is patentedto the plaintiff, you will ex-
aminethe evidencebearinguponthe defensestheretoset up by the de-
fendant. In the absenceof maintainingthesedefenses,or someone of
them, if the plaintiff, underthe first issue,proves infringementby the
defendant,he is entitled to recoveragainstthe defendanthis damages
for suchinfringement.

As to thenoveltyof theplaintiff's invention. The plaintiff is entitled
to the benefitof his patentfrom the time of the discoveryor invention
of his process,and its reduction to actualand completeuse,andwhich
he claims to be about the month of December,187fl, althoughhe did
notobtainh'B patentuntil the twenty-third of August,1881; and these
defensesof the defendantmust be shown to haveexisted prior to such
claimed invention or time of suchdiscovery. To determinewhethera
machineor processis new and useful, it is necessaryto understandthe
stateof the art in the particularline of theclaimedinventionat thetime
of suchclaimeddiscovery,alldthat understandingyou mustobtainfrom
the evidencein the case. If you find that the processdescribedin the
plaintiff's patentwas publicly usedby the personsstatedin the plea,or
eitherof them, beforetheplaintiff madehis inventioJ;l,and substantially
in the sameway and for the samepurposesdescribedin the plaintiff's
patent,thenthe plaintiff cannotrecoverin this case.

As to the English patents. Do they, or eitherof them,substantially
contain and describethe sameprocess,and for the samepurposesand
operations,or clearly.suggestthe processto be usedin thesameway and
samepurposedescribed"in the plaintifl"s patent? If they do, or either
of themdoes,that would constitutea good defense.asto the novelty of
the plaintiff's patent,and preventhis recovery in this action. If the
sameprocess,or substantiallythe same,wasdescribedin thedictionary
offeredin evidence,anddirectingand describingthe processto be used
in substantiallythe sameway for a like purpose,or clearly suggesting
said process,as stated with referenceto the English patents,before
the plaintiff's claimedinvention, that would defeat theplaintiff's right
to recover.

In determiningthe validity of the plaintiff's patent,you must, after
It carefulconsiderationof all the anticipatingmattersset up in thepleas
andpresentedin the testimony,allow full scopefor the exerciseof judg-
mentuponthepartof skilled workmenin theartof refiningoils,andthen
say whether,in the fall of 1879, there was anything left for invention
in producingthe processclaimedin the plaintiff's patent. If not, you
mustfind the patentinvalid, andfor thedefendant. In thisconnection
it will be important for you to determinewhetherthe order in which
dry steam,free steam,and blasts of air aredirected to be usedby the
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descriptionin the plaintiff's patentconstitutes,invention,or merely me-
chanicalskill andjudgment,in the useof the processfor the purpose8
�i�n�t�~�n�d�e�d�; if only mechanicalskill, usingblastsof air, would not be in-
vention.

If you find for the plaintiff on all of the anticipatingdefensesbefore
named,thenyou will determine,fromtheevidence,whetherthedefend-
ant infringed the patentof the plaintiff, asclaimed and setout in the
petition, andalsowhich, if not all, of the claimsof saidpatentwere in-
fringed. You can find, if the evidenceso presentsitself to you, in-
fringementof someof the claims, and no infringementof others. The
defendanthada right to useanyor all of theclaimswhich you mayfind
not valid ones,underthesegeneralinstructions;and,if it infringed any
of the claimsheld by you to be valid, the plaintiff is e;liltitled to recover
his damagesfor such infringement. But his �r�i�~�h�t to l,'ecoverdepends
uponproofof infringementof suchvalidclaims. '

The plaintiff is entitled to recoverdamages,(if he establishthe in-
fringementoy the defendant,)arising from the useof the valid claims
of his patent,and the measureof such recoverywould be the profits or
advantagesderived by the defendantin the use of. said claims of the
plaintiff's patentfor the period in which so used,and anyspecificdam-
ageswhich he may showhe hassustainedby suchuse,or by reasonof
suchuse; andin the absenceof proofof suchprofits andgains,or spe-
cific damagesso sustained,the plaintiff would only be entitled to nom-
inal damages.

Verdict for theplaintiff.

UNITED STATES BUNG MANUF'G Co.v. INDEPENDENTBUNG & BUSHING Co.

((Jircu£t Oourt, 8. D. New York. :Mav 23,1887..

1. PAT,ENTa FOR INVENTIONa-IMPRQVEMENTS IN BUNGS FOR CUKS-PATENT-
ABLE NOVELTY. ;

ReissuedletterspatentNo. 5,937weregrantedJune30; 1874,to RafaelPent-
large, for an improvementin bungsfor casks;the invention consiating in
boringa hole from eithersidenearlythrough an ordinarywoodenbung,the
hole �b�e�i�n�~ filled byatightly-fitting,woodenplug. In tapping,the vent-plug
is driven Into this hole,the solid portionof the bungis brokenoff, and,with
the woodenplug, passesinto the cask. The objectof the inventionwas to
provide an easymethodof inserting the vent-plugwithout permitting the
gasesgeneratedby fermentationto escape. The proof showedthata prior
patentwasgrantedto oneKirby for abungwith a holeboredentirelythrough
it, with a plug fitted tightly therein,which, in venting,wasforced into the
cask; anda prior Englishpatentwasalsograntedto one,Taylor for a similar
device,the hole being conical in shapeand, like the patent in suit, being
bored partly throughthe bung. Held, that the patentin questionwaswant-
ing in patentablenovelty,anda bill to restraininfringementof the samemust
be dismissed.

I. SAME.
Reissuedletters patentNo. 10,175were grantedAugust1, 1882, to Freder-

ick Pentlargeand Philipp Hirsch, also for an improvementin bungs; the


