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P.l.TENTSFOR INVENTIONS-NEEDLE-MACHINE-8UBSEQUENTPATENT OF NEBDLE
VOID. ,

Thepatenteeof amachine,capableof producingneedlesof a superiorqualá
ity, subsequentlyobtainedapatentupontheproductof suchmachine. Held,
that the latter patentwasvoid, asan attempt to patentthe function of the
machine,andthusextendthemonopolyof the inventionbeyondthetime al-
lowedby law, andthatan actioncouldnot be maintainedagainstonemanu-
facturingthesamekind of needlesby theuseof themachineafter theexpira-
tion of thepatentthereon,whenthe right to useit hadbecomevestedin the
public. .

In Equity.
SolomonJ. Gordon, for plaintiff.
JamesE. Maynadier, for defendant.

WALLACE, J. Hopson an!l Brooks were the inventors of a machine
for �c�o�m�p�r�e�s�s�i�~�~ articlesof metal in dies,andletterspatentthereforwere
grantedto themAugust9, 1864,and reissuedDecember12,1865. The
specification,amongotherthings, states:

"Our invention has for its object the compressingof metalto a smooth,
roundform, correspondingto theshapeof the dies,andconsistsin a divided
die, that is forcedtogethertwo or moretimesduring eachrevolution around
the article to ba formed, and, by a seriesof compressionsupon thesidesof
such article,reducesthe sameto the sizeandshapeof the openingor caVity
of thedies,and giVes to the article greatdensity,as well asa smooth,round,
anduniformshape,andthereis nolossof materiallike thereis in theturning,
milling, andgrindingoperationsheretofore pursued,andwhichdonot harden
or renderthe metal denseand strong,and thereare no burrs,angles,pro-
jections,or roughnesson the surface,asheretoforeusualwith articlesstruck
up in dies."

The specificationthendescribesa shaft,a longitudinaljaw, cams,and
dies, andscrews,andproceeds:

"The mode,of operatiJ;lg,this machineis asfollows: Theendof thepiece
of metalt,o bepointedor otherwiseshapedis enteredbetweenthedies,i, i, and
pressedinto them,which slightly openssaiddies. Therevolutionof theshaft,
B, brings the projection,0, of the jaw, D, into contactwith the endof one
of the cams,K, which camis adjustedsothat it will closethedies, i, i, and,
in so doing,compressthe wire or metal,and theseoperationsare repeated,
the endof thewire or pieceof metalbeingpressedin a little furthereachtime
the jaw is relieved and allowedto slightly open,until thesameis perfectly
form!!!! or given the shapeof the opening in the die, and the metal is com-
pressedand extendedwithout any burr or projectionbeing formedon the
same,andthe metal is renderedmuchmoredensebythis compressingaction
thanit would be if themetalwasfiled or groundawayto the requiredshape.
Thescrew,G, regulatingthe extentto which the metalcanopenthedieeach
time, preventsinjury to themachineryby too greatreductionat once. The
mechanismhereinsetforth may beemployedfor shaping,in a circularform,
thepoint of a pin, or any other article to which it may be adapted. It will
beevidentthat thereis no wasteof material,asthemetal is compressedand



,,'.

elongated,thuseffectinga savingof stockover the methodsheretoforepur-
sued,andmakinga muchbetterarticle." . .

The first qlltim is asfollQws:
..A divideddie, fitted andactuatedsubstantiallyasspecified,andoperating,

"by a Series'of compressionsuponthearticle to be formed;to give to such.ar-
ticle a smooth,round shape,correspondingto the shapeof the dies,as set
forth." . ,',

Thereare two otherclaims, coveringvariousPllrtS'ofthe machinein
combination, .
. In usingthis machine,Hopsonand Brooksemployeddiesof various

kinds,includillg thoseof properform for swagingpins,buckletongues,
and similar articles,and also for swagingneedlesfor sewing-machines.
In December,1864, they employedMr. Mandeville to assistthem in
improving the surfaceof the wearingparts,and,in il1(Jreasingthepower
of the machine,and on February6,1866,a patentwasgrantedto Hop-
son and Brooks, assigneesof Hopsonand Brooks and Mandeville, for
theseimprovements., In .the �s�p�e�c�i�f�i�c�~�t�i�o�n of this patenttheform of dies
fOf formingsewing-machineneedlesispointedoutasbeing"of the shape
of the needleor btherarticle to be formed,"but is il'otmadeill any way
aconstituentofthe claims. On August11, 1866,Hopsonand Brooks
madeapplication for anotherpatent,which wasgmntedto themJuly
4, 1871,ror"an improvementin �'�s�~�w�i�n�g�-�m�a�c�h�i�n�e needles." Thepres-
ent suit is broughtuponthis patent. The specificationis as follows:

"The needlE\sfor sewing-machinesareformed with a shankthatis of larger
diameterthantheneedleitself. This enablesthe needlesto besecuredinto
themachine. In orderto reducethe needleitself from the sizeof wire re-
qUiredfor the shank,variousdeviceshave beenemployed,suchas milling-
.tools,or grinding-wheels,andalsoturning-tools,that reducethe wire to the
sizewhich the parts maybeadjustedto produce;but; in consequenceof the
wearuponthetools. thereis no reliability in thesizesof theneedleblanks. Be-
sidesthis, it is well knownthatasteelbaror wire is notentirelyhomogeneous;
that thecOJJ?pláessionin drljowing thewire .makes�t�h�e�s�q�r�f�~�c�e moredensethan
thecore; hencethe turnIngor milling removesthe bestportionof the metal,
leavingtheneedleof an inferior quality. In order to Iba-nufactureour im-
provedneedleswe make useof a compressingdie, closedor pressedtogether
rapidly aroundthesteelwire as said wire or thedies arerevolved. Thereby
thereis a seriesof corupressionsanda gradualextensionof thesteel,which
bringsthesamedownto thepropersizefor theneedle. Themachineswhich
we preferto usefor this purposearesimilar to thosepatentedby us �.�A�u�g�u�~
9, }864. reissuedDecember12. 1865.and by us, as assignees,February6,
1866. Needlesmadebyour machineor methodpossesspropertiesnot hereto-
forefoundin seWing-machineneedles,andarehencenewandmuchmoreuseful
anddurablethanothersheretoforemade.'. Thepeeu)iarpropertiesof our nee-
dleS may"besetfprth asfollows:á The,needlesare ofl a uniform densityand
size. Theyarefreefrom flaws, hard specks,and inequalities,always exist-
"rng in steelthat is turned or ground down from a drawn wire. Theyare
very tough.andcannot beeasilybroken. Theyhave asurfacethat is very
denseand perfectlysmooth,requiring no polishing by hand. Theyean be
ágrooved'with uniformity, being themselvesof a'regularsize; and .the steel,
:by'llhe compression,is moreuniform, andthe groovlng-too}swill wearmuch
.longerthlttiin grooving ordinaryneedles. The needles'are not injured in
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thehardeningandtempering.asless heatis l'equiredto bring theneedlesto
the requiredspring.hardness,or temper.",

The claim is asfollows:
"A sewing.machineneedleP9saessingthepeculiaritiesspecified,andform-

ing a new article �o�f�m�a�n�l�l�f�a�c�t�u�~�e�.�"

After the expirationof the two.patentsfor the machines,the �d�e�f�e�n�d�~
antsusedsuchmachines,or machinessubstantiallylike them,for man-
ufacturing'swagedsewing-machineneedles.

Upon thesefacts, the patentfor the needles,now owned by the com-
plainant;must be held to bevoid. The real inventionof Hopsonand
Brookswasa machinefor swagingmetal, and anynovelty which exists
in the articlesmadeby thatmachineis the resultof the functionsof the
machine. It is explicitly statedin the specificationof the patent that
the"needles'made by our machineor method possesspropertiesnot
heretofQrefound in sewing-machineneedles,and are hence new and
muchmoreusefuland durablethan �o�t�h�e�r�~ heretoforemade." The pat-
ent is an attemptto appropriatea function of the machine,andthusto
extendthe monopolyof the inventionbeyondthe term allowed by law.
If successful,it would resultin chargingasinfringersthe defendantsand
all otherswho, at the expirationof the machinepatent,wereentitled to
avail themselvesof the invention,which had becomepublic property.
Therewasno inventionin applyingthe meansprovidedby the machine
to the makingof the needlesor otherarticlesfor which themachinewas
adapted. Any'mechanicskilled in the art could do this aswell as the
inventorsof the machine. The patentof 1866is not deemedof anyim-
portancein this view. ThefiJ;'st covers the whole invention, so far as
it relatesto the productpatent,andany changein the form of the dies,
introducedafter the first patentwas obtained,was merelya,matterof
mechanicaladaptation,andnot substantiveinvention. '

It doesnot aid the complainant'scaseto concedethat Hopson and
Brooksmight ha'Veclaimedin their first patentboth the apparatusand
the productor article madebyit. If they werethe inventorsof a new
manufacture,--aneedlewhichwasnot only commerciallynew,but new
in the Senseofthepatentlaw.:;-theymight haveclaimed both.thema-
chineandthe product.accordingto the languageof Mr. JusticeSWAYNE

in RubberCo. v. Goodyear,9 Wall. 788. It is to be remarked,however,
that in that�.�~�e the productof a processwnsthe subjectof the patent,
and not the product of a machine. The distinction betweena patent
for the productof a processand onefor the productof a machineis
pointed out in Corning v.Bv;rden,15 How. 252, 268, by Mr. Justice
(}RIER, as follows:

"But the term'process'is often usecl in am9revaguesense,inwhicbit
cannotbathesubjectof apatent. Thus 'Ye sayt.hat a board is undergoing
theprocessof beingplaneq;grain,ofbeingground; iron, of beinghammered
orrolled. .Heretheterm is uiled subjectivelyor passively,asappliedto the
material�o�p�e�r�a�t�~�d upon,andnot to themethodor modeof producingthatop..
eration;'which is by mechanicalmeans,or the useof a machineasdistin-
gtiisbedfromaprocess. In this useof the�t�e�r�~ it representsthe functionof
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a machine,or theefiectprodqcedby it on the materialsubjectedto theaction
()f themachine. But it is well settledthat a mancannothavea �p�a�t�~�n�t for
thefunction or abstracteffectof Ii machine,butonly for the machinewhich
producesit."

If �t�h�~ patenteesmight havEl claimed the productoriginally, they did
not do so'; and,if the failure to do so wasowing to mistakeor inadvert-
�~�m�c�e�, they shouldhaveresortedin dueseasonto a reissue,to correctthe
patent. Thedecisionswhich adjudgethatan inventormayhavea pat-
ent for an invention describedin the prior patent, but not claimed,
whenhe h!ls not lost his rights by unreasonabledelay,haveno applica-
tion to a caselike this. Here the real inventionwas claimed in the
prior patent)but the patenteesnow seek,byclaiminganotherinvention,
to deprivethe public of that which becametheirswhen the patentexá
pired. The improvementsin the needlesthemselvesall fall within the
categoryof degree,and the inventionwasnot the manufacturebut the
machine. Smith v. Nicho18,21 Wall. 112; W008ter v. CalhO'1Jlll, 11 Blatchf.
215.

The bill is dismissed.

WOODRUFF '11. CARR.

(Otrcuit Oourt, D. Minn88ota. Octobera, 1887.)

PATENTSFOR INVENTIONS-BUCXI.ES-LETTE:BSPATENTNo. 8,541-ANTICIPATION.
Thesecond,third, and fourth claims of reissuedletters patentNo. 8,541,

of January14,1879,to HenryS.Woodruff for an "improvementin buckle's"
�c�a�~�l for a buckleframe providedwith a looseloop andhavinga rigid tongue
projectingoutwardon the outerface of its forward cross-bar,andthe combi-
natIOnof the frame, loop, and tongue. The improvementhasfor its object
the relief of thetugat thepoint wherethetongueentersit, andthis is accom-
plished by the loop pinching the tug and holding it firmly to the frame
whendraughtis applied. In theColebuckle(lettetspatentNo. 69,181,of Sep-
tember24, 1867,to E. Cole) the plateor cross-barof the loop is broaderthan
in the Woodruff, andthe constructionis different, but theserviceperformed
by it is substantiallythe same. In both bucklesthe loopsareloose. Held,
that the Woodruff patentwasanticipatedby the Cole patent.

In Equity.
Offield, Towle & Phelpsand John W. Sale,for complainant.
P. lI. Gunckel,for defendant.

NELSON, J. This suit is broughtby the complainantagainstthe de-
fendant Carr, charging an infringementof letters patent. reissueNo.
8,541, datedJanuary14, 1879, for "improvementin buckles." The
original letters patj3ntaredatedJanuary9, 1872,and the objectof the
lnvention as statedby the patenteeis "to relievea trace,strap,or belt
from thestrainat the point whereit is perforatedfor a buckle tongue."
Thedefendantis manufacturinga bucklewhich is constructedupon the
sameprinciple as the complainant'sbuckle,and operatessubstantially


