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receive in �~�s�e�s which 4e prosecutes;l!;nd lV-hEm by arrangementwith
the defendanthe is paid more than that which theálawallows him 'to
charge,althoughthe good faith of the transactionmay be beyond sus-
picion, yet public policy requiresthat all moneyhe receivesin excess
of his legal feesis for his client. The possibilityof collusionwhichany
otherrule would placebeforecounselis sufficient reasonfor adheringto
the rule evenin caseswherethereis no reasonto suspectcollusion. I
do not �u�n�d�e�~�s�t�a�n�d that the mere taxation of costssettlesany question
betweencounseland client. There is no adversaryrelation between
counselandclient,and the courtdoesnot decideanythingbetweenthem
whenit taxescosts. Theadjudicationis conclusivebetweentheparties
becausethey are presentas parties,and occupy adversaryrelations.
But it would be very strangeif the client who appearsonly in the case
by his counselcould be boundby anadjudicationofthe court in respect
to the matterof fees. As I saidat first, underthe circumstancesof this
case,wereit riot for this imperativeand importantrule of law andpub-
lie policy, I shouldfeel constrainedto sustaintheclaim of the plaintiff,
but as it is I feel boundby this rule, which public policy has so long
affirmed to be wise and just.. The law requiresa statementto be filed
in cases,of this kind, and I simply adopt the statementwhich Judge
THAYEa madein his decision.

FACER f7. MIDVALE STEEL-WORK Co.

(Oircuit (Jourt, E. D. Pennayl'Dania. November9,1888.)

t. PATENTS FOR INVENTIONS-PRIOR STATE OF THE ART-DiEs FOR FORQING.
CAB-WHEEL TmEs.

In the applicationfor theplaintiff's patentfor dies for forging car-wheel
tires the combinationof an anvil die havinga projectinghornandahammer
die having an extensionover theanvil and horn was claimed. This claim
was �r�e�j�e�c�t�e�~ on �a�~�c�o�u�n�t of �t�~�e�s�t�a�t�e of the art. andamended.restrictingit to
a hammerdIe havmga certamform and extent. Held not to be novel, and
that the patentwasinvalid.

.. SAME-INJUNCTION-DISCONTINUANCE OF INFRINGEMENT.
Thecircuit court hasjurisdiction to decreeaninjunctionwherethedefend.

antshad,previousto suit brought,uponrequestof plaintiff. discontinuedthe
useof the infringing device. .

B. SAME-INVENTION-"-MECHANICAL SKILL NOT INVENTION.
Wherea rectangularhammerdie extending'over the face and horn ot au

anvil wasold, merelycuttingoff the two cornersof the end extendingovf;lf
thehorn, reducingit toa"centralprojection,"involvesmechanicalakillonly,
andnot invention.' '

In Equity. Bill to restraininfringementof patent.
OneFacer,beingthe soleownerof a patentissuedto himselfand one

Shaub,bringsthis suit to restrainthedefendant,átheMidvale Steel-Work
Company,from infringing it.á The facts arestatedin the opinion.
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Herbert A. Drake, for plaintiff.
H. W. Hare Powel, Prank P. Pritchard, and WayneMacVeagh,for re-

epondent.

BUTLER, J. On the 6th dayof February,1883,letterspatentwere is-
sued to Facerand Shaubfor "devicefor manufacturingcar tires." The
first claim readsas follows:

"(1) Thecombinationof thehammerdie. comprisingthe main portion,m.
with centralprojection.a. in front. and theanvil die. H, havinga projection.
b. and fiat face, n,. the projection.a. being abovethe projection.b. and the
face.n.oi the anvil die being of substantiallythesamedimensionsas the
portion. 'fIl,' of thehammerdie.assetforth...

Facer,havingacquiredthe interestofShaub,sued the defendantfor
infringing this claim.

The defensesetup is, invalidity of the patent,and non-infringement.
'l,'o sustain the claim it must be confined to the combinationstated,
with the specialform of hammerdie described. The prior stateof the
art and the historyof theapplication,requirethis. Hammerdies with
sidesprojectingbeyond the anvil wereold, as also anvil dies with pro-
jecting horns. The earliestmethodof performingthe work which the
plaintiff's hammerand anvil are intendedto accomplish,consistedin the
employmentof two anvils in succession;thefirst for formingnndpunch-
ing the bloom, and the second(having a horn) for" becking"it. This
methodrequiredthe metalsto be twice heated. All that wasnecessary
to adaptthe hammerand the anvil dies just mentioned,to the several
processesof forming, punching,and "becking"(andordoing this at one
heat)was to place a horn on the anvil die, and increasethe sizeof the
hammerdie so asto projectoneof its sidesover the horn. Such ham-
mer and anvil dies had been used severalyears prior to the plaintiff's
alleged invention. They were so used at Lewistown, Pa., (where the
forming, punching,and"becking"wereperformedat a single heat,)and
arefound in Allen's Englishpatent. In the latter, however,therelative
differencein sizeof the upperand lower dies, was producedby dimin-
ishing thelower, �i�n�s�t�e�~�d of increasingthe upper. This difference is
not important. If the anvil thusconstructedis too small for profitable
usein forming andpunchingthe bloom, (as plaintiff alleges,)the defect
would beobviatedby simply increasingthesizeof both dies; to do which
would not require the exerciseof invention. Hammer dies similar in
principle and effect had beenusedin forging bar steel much earlier.
That the barswere straight,and did not involve the use of a horn, is
unimpormnt.

The plaintiff's application for a patentwas first made in 1881; and
wasrejectedon referenceto Allen's patent. The claim was,in effect,for
a combinationfor an anvil die havinga projectinghorn with a hammer
die havingan extensionover the anvil and horn. The plaintiff sought
to meetthe examiner'sobjectionsby anargumentintendedto distinguish
the Allen hammerandanvil from his. By referenceto this argumentit
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will beseento bethesameasthatnow urgeduponthecourt, for thesame
purpose. Without appealingfrom thedecision,theplaintiff allowedthe

.matterto passuntil August, 1882, when he again applied for substan-
tially the samething, without alluding to the former proceeding. This
secondapplicationwasalso rejected. The plaintiff thenamendedby de-
scribing the hammerdie projectionaslimited to theform anddimension
now shownin the patent. The claim thus limited wasallowed.

It follows, asbeforestated,that the claim mustbe confinedto a ham-
mer die and projection of the peculiarform and dimensionsdescribed,
in thecombinationf'tated. To enlargeit, as the plaintiff desires,so afl
to cover all hammerdie projectionsextendingover the commonanvil
(used for forming blooms) and their horns, would give him precisely
what the office refused,andwhat the state of the art clearly shows he
shouldnot have. With this constructionof the claim,theinfringement
shownextendsonly to theshort periodof time duringwhich the defend-
ant used a die with this peculiar projection. ,Such usebeganbetween
the time when the first applicationwas rejected,and ceasensoon after
the patentwasgranted. But for this branchof the complaintwe might
avoid the questionwhetherthe patentis valid, evenwith theliinited in-
terpretationstated. As the casestands,however,the questionmustbe
debided.

We cannotadoptthe defendant'sview that for such infringement,ap
injunctioncannotissue,and that this court is thereforewithout jurisdic-
tion in the premises. Discontinuanceof the infringementalonewould
not deprive theplaintiff of a right to an injunction; nor, in our judg-
ment,wouldanyothercircumstanceshown,if thepatentwerevalid. :We
believe,however,that the patentis not valid. Theplaintiff's own argu-
mentin'supportof his position-thathammerdieswith projectingsides
covering horns on common anvils (used for forging blooms)are all in-
fringementof his patent-fu1lysustainsthis view. He says it if' un-
importantwhetherthe projectionof the hammerdie be confined to the
center,asdescribedin hisclaim,orextendstheentirelengthof thesides;
that such extension(beyond the limits of his projection)is uselessand
immaterial,and that thereforehammerdieswith suchextended.projec-
tions are substantiallyálike his, and consequentlyinfringe. This, if
sound,provesthat his limited centralprojectionis substantiallylike ,the
old hammerdie with projecting sides,which were in use,as we have
seen,long beforehis allegedinvention. It is sound,butunfortunately,
when turnedagainsthim, is fatal to his patent. It certainly is unim-
portantwhetherthe projectionextendsthe whole lengthof the sideor is
confinedto the center. It is true that the cornersdo not heatthemetal
in the latter case,but they increasethe weight of the hammer,and add
to the force of the blow, without impairing the efficiency of the die in
any respect.

If, however,it appearedthat the plaintiff's limited projection mate-
rially improvedthe die, no inventioncould be found in the actof reduc-
ing the projectionof the old die to such limited dimensions. No :Q?-ore
wasrequiredthan to cut otfthecornersor ends. Any mechanicfamil-
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iar with the,work iIi which such dies are employed,would understand
how to do it,aI1dwould do it assoonashefound the cornersobjection-
able. A deoreewill thereforebe entereddismissingthe bill, with costs.

PUTNAM et 0,1. '!7. KEYSTONE BOTTLE STOPPERCo. et al.

(Cirouit Court, w: D. Pennsylvania. :March 22, 1889.)

t. PATENTS FOR lNvENTIONS-REJSSUE-ENLARGEMENT-BoTTLE-STOPPERB¥
.As the specification in reissuedletters patentNo. 7,722,June5.1877,to

Karl Hutter, though more ample in mattersof an explanatorynature,con-
tains nothing of importancewhich is not plainly disclosedin the specifica-
'tion and drawings In the original patent, No. 158,406,January5,1875, the
claim which is for the oombinationsubstantially,etc., of thecompoundstop-

::per, the yoke, the lever, andthe supportingdeviceon the hottleby meansof
three.pivotal connection,s,uponwhich suchmemberscanbe tnrnedrelatively
'to eAch otherwithoutdisconnectingeitherfrom tbe other,is not an enlarge-
mentof the claim of the original, which is for thebottle-stoppingdevicecom-

, posedofa,pivotal �l�e�v�e�r�~�f�r�a�m�e�. applied to neck of bottlewith eccentrically
hingedyoke carryingthe elasticstopperandcap-piecearrangedandoperated
substantially,etc.

'I. SAME-INFRINGEMENT-IMPROVEMENT.
Thoughthe devicemanUfacturedunderonepatentisadjudgedto,bean in-

fringementofanotherpatent,yet, whereboth patentsare afterwardsunited
, in the sameperson,the infring-ing .inventionmay'beheld to be an improve-

mentuponthe other,asagainst'a personinfringing both �~�a�t�e�n�t�s�. '
8"SAKE---SUOCESSIVEPATENTS TO SAME PERSON-PREs'l1MPTION.

:FJ:omthe grantof a patentto oneto whoIIl.a �~�r�e�v�i�o�u�8 patentfOfa similar
devic,ehasbeengrantedtherearisesa presumptIonthat thereis aSUbstantial

, differencebetweenthem; involving a patentableinvention,andthatthe later
oneis for a patentableimprovementon the earlierone.

,4 :SAME-AcTION FOR,INFJUNGEME:NT-INJUNCTION-PRIORADJUDICATION.
A preliminary injunctionshouldbegrantedin asuit to restraintheinfringe-

mentof a patent,where;in othersuits for the infringementof the samepat-
ent, the patenthasbeenadjudgedvalid, 'anddevicesidenticalin everymate-

.: rial respectwith thatof defendl'nt.havebeenheld infringements.

lnEquity. 01) motion for ,preliminary injunction.
Suit by Henry W. PutnaD;l and othersagainst the KeystoneBottle-

.StopperOompanyandothers.
A. y. ,Br:iescn andW.Bakewell, for complainants.
. WiUiam H. Doolittle, for defendants.

ACHESON, J. The bill of complaint chargesthe defendantswith the
,infringementof tiWoletterspatentfor improvementsin bottle-stoppers,-
,onegrantedto Karl Hutter, assigneeof Charles.De:Quillfeldt, beingreis-
sueNo. 7,722,dated June5, 1877,of original patentto De Quillfeldt,

,No. 158,406,datedJanuary5, 1875; and the othergrantedto William
,Von,Hofe, being patent No. 167,141,dated August 24, 1875. The
,title ofthe plaintiffs to thesepatentsis not controverted.
')i,,1. The.,De QuiUfeldt reissuet No. 7,722, has nine claims, but in-


